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DIGEST OF CASES 


I. TRADE-MARK ACT OF 1946 (LANHAM ACT) 
REGISTRABILITY 
General 


While 1881 Act required various statements amounting to a claim of ownership 
under oath, there was no requirement of explicit statement that registrant believed himself 
to be the owner of the mark as in present statute. 

On facts of record, petitioner held to have failed to sustain any ground upon which 
registration can or should be canceled. 62 


In determining registrability of claimed mark, question to be first decided is whether 
or not mark satisfies definition of a trade-mark regardless of its form. 

To be registrable on Principal or Supplemental Register mark must first be capable 
of distinguishing applicant’s goods from those of others. 79 


To qualify for registration under 1920 Act applicant must have had bona fide use 
of mark for not less than one year prior to filing of application; and term “bona fide use” 
held to mean exclusive use, during the critical period, of the same or a confusingly similar 
mark for goods of the same descriptive properties. 263 


If marks are confusingly similar, Patent Office should reject application ex parte, under 
Section 2(d). 

Use of similar marks on related goods, during five years prior to filing of application, 
would rebut applicant’s claim of substantially exclusive use under Section 2(f) of 1946 Act. 

On facts of record, held that application should be re-examined ex parte to determine 
question of registrability under Section 2(f), apart from question involved in opposition 
proceedings. 326 


Since respondent did not have exclusive use of mark for one year preceding the filing of 
application under 1920 Act, respondent was not entitled to register at the time of its applica- 
tion and registration under 1920 Act cancelled, as provided by section 24 of 1946 Act. 335 


Since issues must be determined in accordance with facts and circumstances of each case, 
citations of prior decisions are of little importance. 797 


Letter of consent filed by owner of prior registration of confusingly similar mark held to 
have no effect in overcoming statutory bar contained in section 2(d) of 1946 Act. 866 


In determining question of registrability, composite mark must be considered in its 
entirety; and if composite mark possesses element of incongruity it will constitute a valid 
trade-mark. 869 


Service Marks 


Fact that applicant’s hotel service was advertised in newspapers having interstate cir- 
culation held not to establish that applicant’s hotel service was rendered in interstate 
commerce. 

Operating a single hotel, located in a single state, held not to qualify as “commerce,” 
which may lawfully be regulated by Congress, within the meaning of 1946 Act. 

Use by public of travel agencies to make reservations at applicant’s hotel, paid for outside 
the state where applicant operates, held not to place applicant’s hotel service in interstate 
commerce. 867 
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LANHAM AcT 
Section T. M. R. Page 


73, 77, 78, 81, 106, 154, 155, 157, 159, 
164, 237, 335, 344, 353, 357, 432, 449, 
450, 460, 465, 643, 682, 689, 691, 693, 
694, 697, 758, 764, 780, 801, 871, 919 


106, 164, 169, 224, 237, 299 
340, 342, 346, 691, 919, 926 


Section 1 


It is well settled that mark sought to be registered must be same as mark actually used. 
On facts of record, applicant held to have failed to prove use of single word “Wales,” 
sought to be registered, apart from composite mark consisting of words “Allen” and “Wales” 
separated by a keystone design. 456 


Section 2 


Examiner of Trade-Marks has no jurisdiction to reopen application after decision on 
appeal, except upon order of Commissioner. 

Entry of proposed amendment, to convert application to one under section 2(f) refused, 
after Commissioner’s affirmance of rejection of application on ground mark was primarily 
merely a surname. 73 


“Solid” held primarily descriptive of stick cologne and not registrable under section 
2(f) of 1946 Act. 77 


“S. Seidenberg & Co’s.”” held primarily merely a surname and not registrable on Principal 
Register under 1946 Act, without reliance on provisions of section 2(f). 

Expression “& Co’s.” held to add nothing distinctive to applicant’s mark. 

Prior 1905 Act registration of applicant’s mark held to have no bearing on registrability 
of applicant’s mark here. 78 


V-shaped pattern in toe or vamp of applicant’s hosiery held nothing more than an orna- 
mental design which is an integral part of the goods and not a trade-mark under section 
2(f) of 1946 Act. 81 


Certain combinations of words, albeit that they are also slogans, may properly function 
as trade-marks. 
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Composite mark consisting of “The Fate of a Fabric Hangs by a Thread,” displayed upon 
representation of a tag having large black circle in the center thereof, bearing words 
“Fashion Approved” and having the words “Enka” and “Rayon” at the bottom portion, the 
words “Fashion Approved” and “Rayon” being disclaimed, held an arbitrary or technical trade- 
mark susceptible of exclusive appropriation, complying with definition of trade-mark under 
section 45 and registrable, on Principal Register, under section 2 of 1946 Act. 106 


If mark merely identifies character of product itself rather than source, then notation 
may not qualify for registration under Section 2(f) of 1946 Act. 

On facts of record, applicant held to have failed to overcome rejection of “Honey 
Wheat” as trade-mark for bread, on ground that applicant has selected an expression which 
indicates nature and the principal ingredients of its goods. 154 


Neither long use nor prior registration under 1920 Act of term inherently incapable of 
functioning as trade-mark, qualifies it for registration under section 2(f) of 1946 Act. 

“Lawn Finish” held incapable of distinguishing applicant’s writing paper and cor- 
respondence and mailing envelopes and, therefore, unregistrable under section 2(f) of 1946 
Act. 155 


“EZ Flo,” the phonetic equivalent of “easy flow,” held merely descriptive of insecticides 
(dust), plant and horticultural parasiticides, agricultural, crop and animal sprays, fungicides 
and plant hormones for agricultural use. 157 


“Pectin-Agar in Dextri-Maltose,” held sufficiently descriptive of principal ingredients 
of applicant’s goods to indicate its composition and inherently incapable of distinguishing 
applicant’s goods in commerce from similar goods of others. 

Exclusive use of mark incapable of identifying origin held insufficient to confer regis- 
trability under section 2(f) of 1946 Act. 

Prior registrations of applicant’s mark held not of material importance in determining 
question of registrability under section 2(f) of 1946 Act. 159 


Statutory definition of trade-mark in section 45 of 1946 Act made no fundamental 
change in concept of trade-marks, registration of which on Principal Register is provided 
for in sections 1 and 2, though the word “mark” is sometimes used in the Act in place of 
“trade-mark.” 

Broader scope of definition of marks registrable on Supplemental Register under 
section 23 of 1946 Act held limited to Supplemental Register; and fact that packages are 
registrable on Supplemental Register cannot be resorted to in order to obtain registration 


thereof on Principal Register 

Sleigh shaped dispensing package, used for pressure-sensitive adhesive tape, held not 
registrable on Principal Register, under section 2(f) of 1946 Act. 

Package covered by design patent held not registrable as trade-mark since upon expiration 
of patent the subject matter becomes dedicated to the public. 164 


Lanham Act, by section 2(f), liberalized provisions for registration of secondary meaning 
marks but did not change concept and meaning of a trade-mark. 

Registration of package or dress of goods on Principal Register held not contemplated 
and the inclusion thereof in section 23 held to indicate intention to confine such matter to 
Supplemental Register. 237 


Applicant held not entitled to registration under section 2(f) of 1946 Act, since the 
record shows that applicant was not entitled to substantially exclusive use for the five 
year period preceding application. 335 


Registrations issued prior to applicant’s filing date held proper basis for refusal 
of registration, under Section 2(d) of 1946 Act, though applicant claims date of first 
use prior to that claimed in registration cited. 344 
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(Case 1) On facts of record, including proof of distinctiveness, the words “Gold 
Rivet” held registrable, as trade-mark for trousers, dungarees and jackets, under Section 2(f) 
of 1946 Act. 

(Case 2)On facts of record, gold-colored rivet, serving purpose of securing layers of 
fabric in garments, held not to function as a trade-mark. 353 


On facts of record, application held not filed under Section 2(f) and not in proper 
form for registration under Section 2(f) and therefore Section 6 applies requiring disclaimer 
of descriptive feature of composite mark. 

Section 2(f) of 1946 Act provides for registration of any mark which has become dis- 
tinctive of applicant’s goods in commerce, except those expressly excluded by Sections 2(a) 
through 2(d). 

Whether a mark consists of or comprises descriptive matter is of no particular concern 
under Section 2(f). 357 


Concurrent use of confusingly similar mark during 5 years preceding the filing of appli- 
cation rebuts allegation of distinctiveness based on substantially exclusive use during that 
period, under Section 2(f) of 1946 Act. 432 


On facts of record, “Windsor” held geographic rather than primarily a surname. 449 


“Ebonite” held name for hard rubber and not to have shown to function as trade-mark 
for articles made of flexible rubber composition. 450 


On facts of record, applicant held to have failed to sustain burden of showing that 
geographical term “Tennessee” is a trade-mark which has become distinctive of applicant’s 
goods in commerce. 460 


“Swivel-Head” held so generically descriptive of flashlights having a head which is 
swivelled as to be unregistrable under Section 2(f) of 1946 Act, on mere allegation of sub- 
stantially exclusive use for more than five years; and it is doubtful that such phrase could 
become distinctive of goods of any particular individual. 465 


“Cube Steak” held the name of the meat product and not to identify the producer. 
“Cube Steak” held not registrable, under Section 2(f) of 1946 Act, as trade-mark 
for machines for tenderizing meat, since if term is generic of a type of meat, it is also the 
generic name of the machine which makes such meat. 643 


Issue presented is whether respondent’s mark so resembles petitioner’s previously used 
trade name as to be likely to cause confusion in trade. 

Under Section 2(d) of 1946 Act, previously used trade name bars registration of con- 
fusingly similar as well as identical subsequent marks. 

Petitioner is not required to show prominent display of trade name as producer of 
goods. 682 


“Boiler Meter” held the generic name of applicant’s goods, incapable of indicating origin 
of such goods, and unregistrable under Section 2(f) of 1946 Act. 689 


Exhibits filed with application may be looked to in order to determine how mark is 
actually used. 

On facts of record, applicant held not primarily engaged in rendering services but in 
business of manufacturing and selling trucks, tractors and cranes and its services apparently 
intended essentially to advertise its goods and therefore its mark is not registrable as a service 
mark under 1946 Act. 691 


“De Luxe” held a common trade term having no special trade-mark significance and not 
registrable on the Principal Register under Section 2(f) of 1946 Act. 

Existence of numerous prior registrations of term held not controlling as argument for 
continuing registration. 693 
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Composite mark consisting of two horizontal black bands, having the word “Automatic,” 
in white letters, on the upper band and the words “Push « Back” on the lower band, the 
word “Automatic” being disclaimed, held informational material, lacking distinctiveness, 
incapable of distinguishing applicant’s mechanical pencils and not registrable on Principal 
Register, under Section 2(f) of 1946 Act. 

Descriptiveness may be considered in connection with goods on which mark is used and 
not abstractly 

Question of descriptiveness, while relevant, is not in issue in case of application under 
Section 2(f) of 1946 Act. 694 


The word “Libido,” applied to perfumes and toilet waters, held not immoral or scandalous, 
under 1946 Act. 697 


Significance of change of statutory language from Section 5 of 1905 Act to Section 2 of 
1946 Act is to eliminate as absolute prerequisite that goods be of same descriptive properties 
to justify refusal of registration of similar mark; but similarity or dissimilarity of descriptive 
properties of goods is still a factor to be considered and given much weight. 758 


Mark registered under Section 2(f) of 1946 Act on November 16, 1948, held not entitled 
to claim benefits of “incontestability” clause of Section 15 until November 16, 1953; and until 
then it is still subject to defense of descriptiveness. 764 


1920 Act prior registration held to bar registration of similar mark under 1946 Act. 

1946 Act prior registration of similar mark held sufficient to bar registration under Sec- 
tion 2(f) of 1946 Act as showing lack of substantially exclusive use for five years preceding 
filing of application. 780 


“Perfect Clinching” held highly descriptive of hose couplings and hose menders and 
not registrable under Section 2(f) of 1946 Act, in absence of proof of distinctiveness. 801 


While there is no doubt that “Butter-nut” is descriptive of at least some ingredients of 
applicant’s goods and Section 2(e) of 1946 Act prohibits registration of marks merely de- 
scriptive of goods, Section 2(f) permits registration of descriptive mark if it has become so 
distinctive of applicant’s goods in commerce that it primarily indicates source. 871 


Legislative history of 1946 Act shows it was not intent of Congress that affixation of 
goods of a trade name, used solely as defined in Section 45, would constitute trade-mark 
usage of trade name; and provision for registration of trade names was deliberately excluded 
from 1946 Act. 919 


Section 3 


Use of service mark in intrastate commerce, which may or does affect interstate com- 
merce, held not sufficient basis for registration under 1946 Act. 340 


So far as indicating origin is concerned, service marks have same functions as trade-marks. 

On facts of record, held that representation of puppet is not used as a mark to sell or 
advertise applicant’s services; and the puppet is merely a physical instrumentality used in 
rendering service but not a distinctive feature identifying the service rndered. 

Fictitious character in televised film program, having function of actor, held not to con- 
form to statutory definition of service mark under 1946 Act and therefore not registrable. 342 


Section 3 of 1946 Act provides for registration of service marks used in commerce and 
Section 45 defines service mark. 

Question of aptness of mark as used may well be considered in determining whether 
mark identifies goods or services. 

In determining whether mark qualifies as service mark under statute, degree of aptness 
held not of so much importance as is function it performs. 
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Not all services, especially those concerned primarily with promotion and sale of one’s 
own goods can be considered to be “services” and within contemplation of 1946 Act. 

Even though applicant’s slogan identifies its program and distinguishes it from pro- 
grams of others, that is not enough where primary purpose of program is the advertising of 
goods rather than services. 

On facts of record, “The Music You Want When You Want It,” held not registrable 
as service mark for radio program under 1946 Act, because the entertainment service identified 
is not a service in which applicant deals as distingushed from the records and other goods it 
manufactures and sells. 346 


Section 4 


“Cube Steak” held to have become generic denoting particular type of steak to the public, 
and incapable as certification mark of indicating that meats were tenderized only by appli- 
cant’s machines. 926 


Section 5 


Carl Zeiss, Inc., a New York corporation, held a “related company,” as defined in Section 
45 of 1946 Act, since Attorney General owns all its stock and has granted it exclusive license 
to use trade-mark “Zeiss,” subject to restrictions which will insure control of mark by Attorney 
General and prevent deception in its use. 

Opposition to recordation of registered trade-mark “Zeiss,” with Treasury Department. 
Opposition dismissed and recordation of trade-mark by Attorney General of the United States, 
as successor to Alien Property Custodian, allowed to remain in effect. 169 


Two surnames, “Kimberly Clark,” constituting dominant feature of composite mark con- 
sisting of the words “A Product of Kimberly Clark Research” within a scroll border design, 
held not registrable under 1905 Act. 

“Kimberly-Clark” held not registrable on Principal Register, under Section 2(f) of 
1946 Act. 543 


Section 6 


On facts of record, application held not filed under Section 2(f) and not in proper form 
for registration under Section 2(f) and therefore Section 6 applies requiring disclaimer of 
descriptive feature of composite mark. 

Section 2(f) of 1946 Act provides for registration of any mark which has become dis- 
tinctive of applicant’s goods in commerce, except those expressly excluded by Sections 2(a) 
through 2(d). 

Whether a mark consists of or comprises descriptive matter is of no particular concern 
under Section 2(f). 357 


Section 7 


Registration should not be treated as amended, where registrant had taken no steps to 
secure correction, under section 7(g) of 1946 Act. 

It is doubtful whether registrant could make out case warranting amendment of regis- 
tration, where false statements have been made under oath in application. 322 


Section 9 


Matter of filing renewal application is controlled by statute and Commissioner held to 
have no discretionary power to accept an application for renewal which was not filed within 
the time provided by section 9 of 1946 Act. 83 


Section 14 


On facts of record, appellant held to have abandoned its mark, “Charge Up,” in 1939. 
Section 14 of 1946 Act held to provide for cancellation of abandoned registration 
whether or not there is confusing similarity between marks of the parties. 224 
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Section 15 


Mark registered under section 2(f) of 1946 Act on November 16, 1948, held not entitled 
to claim benefits of “incontestability” clause of section 15 until November 16, 1953; and 
until then it is still subject to defense of descriptiveness. 764 


Section 17 


Examiner of Interferences exercises right to refuse to register opposed mark pursuant to 
Sections 17 and 18 of 1946 Act. 

Action of Examiner of Trade-Marks on question of descriptiveness does not control 
Examiner of Interferences. 

Application involved in contested proceeding can only be amended as provided in 
Rule 24.5. 

Where notice of opposition is sustained on ground of descriptiveness of mark, applicant 
is not precluded from amending application for consideration under Section 2(f) of 
1946 Act. 861 


Section 18 


Burden and obligation to secure cancellation is upon prior user. 

Recommendation to cancel should not be made by Examiner in interference proceedings 
pro forma, as incident to decision awarding priority to junior party who has not raised 
question of cancellation. 685 


Examiner of Interferences exercises right to refuse to register opposed mark pursuant 
to Sections 17 and 18 of 1946 Act. 

Action of Examiner of Trade-Marks on question of descriptiveness does not control 
Examiner of Interferences. 


Application involved in contested proceeding can only be amended as provided in 
Rule 24.5. 

Where notice of opposition is sustained on ground of descriptiveness of mark, applicant 
is not precluded from amending application for consideration under Section 2(f) of 1946 
Act. 861 


Section 19 


On facts of record, applicant held to have failed to establish defense of laches. 

Opposer held not chargeable with delay of applicant in applying for registration nor 
with delay of Patent Office in prosecution of application. 

Section 19 of 1946 Act held limited to inter partes proceedings. 326 


On facts of record, opposer held not to have acquiesced in applicant’s use of its mark. 
Opposer could take no action against application to register except by opposition 
proceedings; and opposer held not to have acquiesced in applicant’s right to register, which 
is only question here involved. 441 


Section 23 


For mark to registrable on the Supplemental Register, it must be capable of dis- 
tinguishing applicant’s goods in commerce. 162 


Statutory definition of trade-mark in section 45 of 1946 Act made no fundamental 
change in concept of trade-marks, registration of which on Principal Register is provided 
for in sections 1 and 2, though the word “mark” is sometimes used in the Act in place of 
“trade-mark.” 

Broader scope of definition of marks registrable on Supplemental Register under section 
23 of 1946 Act held limited to Supplemental Register; and fact that packages are registrable 
on Supplemental Register cannot be resorted to in order to obtain registration thereof on 
Principal Register. 
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Sleigh shaped dispensing package, used for pressure-sensitive adhesive tape, held not 
registrable on Principal Register, under section 2(f) of 1946 Act. 

Package covered by design patent held not registrable as trade-mark since upon expira- 
tion of patent the subject matter becomes dedicated to the public. 164 


Lanham Act, by section 2(f), liberalized provisions for registration of secondary meaning 
marks but did not change concept and meaning of a trade-mark. 

Registration of package or dress of goods on Principal Register held not contemplated 
and the inclusion thereof in section 23 held to indicate intention to confine such matters 
to Supplemental Register. 237 


“Multiple Unit” held generically descriptive of box-type muffle electric furnaces and 
not registrable on Supplemental Register under 1946 Act. 
On facts of record, applicant held to have failed to establish secondary meaning. 355 


Slogan to be registrable on Supplemental Register, under Section 23 of 1946 Act, 
must be capable of distinguishing applicant’s goods. 

Capability of a mark to distinguish applicant’s goods in commerce may be an acquired 
characteristic. ° 


The word “Oregon” held geographically descriptive and the words “Fruit Products” 
are primarily descriptive. 

There can be no monopoly or exclusive use of geographical terms or descriptive words 
and such terms cannot perform essential trade-mark function except as provided by Supple- 
mental Register. 426 


Exhibits filed with application may be looked to in order to determine how mark is 
actually used. 

On facts of record, applicant held not primarily engaged in rendering services but in 
business of manufacturing and selling trucks, tractors and cranes and its services apparently 
intended essentially to advertise its goods and therefore its mark is not registrable as a ser- 
vice mark under 1946 Act. 691 


(Cases 1 and 2) Section 23 of 1946 Act does not prohibit registration of mark merely 
because it is laudatory in character, but does require that mark be of such a nature that it 
is capable of distinguishing applicant’s goods or services. 

(Case 1) “Best and Biggest Cigar’ held not registrable on Supplemental Register 
under 1946 Act because this is a common expression which should be available to anyone 
who may desire to make such a claim for his product and therefore is incapable of indicating 
origin. 

(Case 2) “The Cigar Supreme” held not registrable on Supplemental Register under 
1946 Act because “Supreme” is a common ordinary laudatory term available for use by 
producers in various fields to advertise their products, and hence is incapable of indicating 
source. 927 


Section 32 


In absence of diversity of citizenship or alleged statutory infringement of registered 
trade-mark, federal court is without jurisdiction to adjudicate validity or infringement 
of mark and it cannot be said that unfair competition claim is joined with substantial 
and related claim under federal trade-mark laws. 

Unfair competition suit involving unregistered trade-mark held not an action arising 
under the laws of the United States. 109 


Section 34 


Lanham Act regulates commerce within control of Congress and governs infringe- 
ment of registered marks in such commerce. 

Defendant’s intrastate activities in Massachusetts which do not affect plaintiff's inter- 
state commerce, held not subject to injunction and excluded therefrom. 106 
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On the facts of record, plaintiff held to have failed to prove statutory infringement 
of trade-mark since no interstate use by defendant was pleaded and no evidence offered 
on this point and only local commerce not affecting interstate commerce is involved. 644 


Section 42 


Congress intended that articles copying or simulating trade-mark registered under 
1905 or 1946 Act (Principal Register) should be denied importation. 

Attorney General, as successor to Alien Property Custodian, held entitled, under section 42 
of Lanham Act, to record registered trade-mark “Zeiss” with Treasury Department. 169 


Section 44 


In absence of diversity of citizenship or alleged statutory infringement of registered 
trade-mark, federal court is without jurisdiction to adjudicate validity or infringement 
of mark, and it cannot be said that unfair competition claim is joined with substantial 
and related claim under federal trade-mark laws. 

Unfair competition suit involving unregistered trade-mark held not an action arising 
under the laws of the United States. 109 


Section 45 


Certain combinations of words, albeit that they are also slogans, may properly 
function as trade-marks. 

Composite mark consisting of “The Fate of a Fabric Hangs by a Thread,” displayed 
upon representation of a tag having large black circle in the center thereof, bearing 
words “Fashion Approved” and having the words “Enka” and “Rayon” at the bottom 
portion, the words “Fashion Approved” and “Rayon” being disclaimed, held an arbitrary 
or technical trade-mark susceptible of exclusive appropriation, complying with definition 
of trade-mark under section 45 and registrable, on Principal Register, under section 2 
of 1946 Act. 106 


Statutory definition of trade-mark in section 45 of 1946 Act made no fundamental change 
in concept of trade-marks, registration of which on Principal Register is provided for in 
sections 1 and 2, though the word “mark” is sometimes used in the Act in place of “trade- 
mark.” 

Broader scope of definition of marks registrable on Supplemental Register under section 
23 of 1946 Act held limited to Supplemental Register; and fact that packages are registrable 
on Supplemental Register cannot be resorted to in order to obtain registration thereof on 
Principal Register. 

Sleigh shaped dispensing package, used for pressure-sensitive adhesive tape, held not 
registrable on Principal Register, under section 2(f) of 1946 Act. 

Package covered by design patent held not registrable as trade-mark since upon expira- 
tion of patent the subject matter becomes dedicated to the public. 164 


> 


Carl Zeiss, Inc., a New York corporation, held a “related company,” as defined in 
Section 45 of 1946 Act, since Attorney General owns all its stock and has granted it exclusive 
license to use trade-mark “Zeiss,” subject to restrictions which will insure control of mark 
by Attorney General and prevent deception in its use. 

Opposition to recordation of registered trade-mark “Zeiss,” with Treasury Depart- 
ment. Opposition dismissed and recordation of trade-mark by Attorney General of the 
United States, as successor to Alien Property Custodian, allowed to remain in effect. 169 


On facts of record, appellant held to have abandoned its mark, “Charge Up,” in 1939. 
Section 14 of 1946 Act held to provide for cancellation of abandoned registration 
whether or not there is confusing similarity between marks of the parties. 224 
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Lanham Act, by section 2(f), liberalized provisions for registration of secondary mean- 
ing marks but did not change concept and meaning of a trade-mark. 

Registration of package or dress of goods on Principal Register held not contemplated 
and the inclusion thereof in section 23 held to indicate intention to confine such matters 
to Supplemental Register. 237 


Trade-mark symbolizes business good will. 

Interest in trade-mark or trade name is protected only with reference to territory from 
which owner reecives or, with probable expansion of his business, may reasonably expect 
to receive custom and in territory in which similar designation is used for purpose of fore- 
stalling expansion of his business. 

Congress in 1946 Act intended to regulate interstate and foreign commerce to the full 
extent of its constitutional powers. 

Federal court held to have jurisdiction of suit to restrain U. S. citizen residing in 
Texas from using in Mexico plaintiff’s trade-mark “Bulova” on watches not of plaintiff’s 
manufacture. 299 


Use of service mark in intrastate commerce, which may or does affect interstate com- 
merce, held not sufficient basis for registration under 1946 Act. 340 


So far as indicating origin is concerned, service marks have same functions as trade- 
marks. 

On facts of record, held that representation of puppet is not used as a mark to sell 
or advertise applicant’s services; and the puppet is merely a physical instrumentality used 
in rendering service but not a distinctive feature identifying the service rendered. 

Fictitious character in televised film program, having function of actor, held not to 
conform to statutory definition of service mark under 1946 Act and therefore not 
registrable. 342 


Section 3 of 1946 Act provides for registration of service marks used in commerce and 
Section 45 defines service mark. 

Question of aptness of mark as used may well be considered in determining whether 
mark identifies goods or services. 

In determining whether mark qualifies as service mark under statute degree of 
aptness held not of so much importance as is function it performs. 

Not all services, especially those concerned primarily with promotion and sale 
of one’s own goods, can be considered to be “services” and within contemplation of 
1946 Act. 

Even though applicant’s slogan identifies its program and distinguishes it from 
programs of others, that is not enough where primary purpose of program is the advertising 
of goods rather than services. 

On facts of record, “The Music You Want When You Want It,” held not registrable 
as service mark for radio program under 1946 Act, because the entertainment service 
identified is not a service in which applicant deals as distinguished from the records and 
other goods it manufactures and sells. 346 


Exhibits filed with application may be looked to in order to determine how mark is 
actually used. 

On fact of record, applicant held not primarily engaged in rendering services but in 
business of manufacturing and selling trucks, tractors and cranes and its services apparently 
intended essentially to advertise its goods and therefore its mark is not registrable as a 
service mark under 1946 Act. 691 


Legislative history of 1946 Act shows it was not intent of Congress that affixation of 
goods of a trade name, used solely as defined in Section 45, would constitute trade-mark 
usage of trade name; and provision for registration of trade names was deliberately excluded 
from 1946 Act. 919 
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“Cube Steak” held to have become generic denoting particular type of steak to the 
public, and incapable as certification mark of indicating that meats were tenderized only 
by applicant’s machines. 926 


ApPpEAL—ScopeE OF REVIEW 


Rule 52(a) of Federal Rules of Civil Procedure provides that findings of lower court 
shall not be set aside unless clearly erroneous. 

Where the record furnishes reasonable basis for finding and action of District Court, 
Court of Appeals may not substitute its opinion for District Court finding. 

Questions going to the merits cannot be decided by Court of Appeals, on appeal from 
an interlocutory injunction. 555 


II. TRADE-MARKS AT COMMON LAW 
Nature oF TrRADE-Mark RIGHTS 
Acquisition 

Ownership of trade-mark depends upon priority of use in trade, whether interstate or 
intrastate. 

Trade-mark rights cannot be acquired by mere selection or invention of mark, but 
only by its use in connection with goods actually placed upon the market. 

One cannot have “commerce,” in a trade sense, with himself; the word implies a 
public market in which goods are exchanged inter partes or at least offered to the public 
at some time. 

Senior party held to have acquired no trade-mark rights by reason of shipments of 
goods bearing mark from supplier to branches of senior party for evaluation and experi- 
mental purposes but not for sale. 142 


Oval design as used on baseball bats of applicants and its customers held to be only 
a framing for trade-mark and company name. 

Existence of other registrations of oval, as used by applicant, which were assigned to 
applicant subsequent to filing of this application, held to rebut applican’t allegation of five 
years of exclusive use prior to filing application. 269 


On facts of record, assignment to applicant-appellee held not mere assignment- 
in-gross. 306 


There is no right to exclusive use of word as trade-mark, at common law or by 
statute, which is common term descriptive of product rather than fanciful, arbitrary or 
suggestive. 

Long user, in and of itself, will not suffice to attach secondary meaning to descrip- 
tive terms. 312 


White cross upon a red disc, used by plaintiff on bandages, gauze, cotton, etc. for 
about 40 years, held distinctive mark identifying source to trade and public, though others 
may have used similar marks on products in direct competition. 316 


On facts of record, opposer held not to have established trade-mark rights as to 
paint because only transitory, experimental and sporadic sales of no consequences were 
shown. 439 


It is well settled that color may be a part of a valid trade-mark when used in a par- 
ticular design. 458 


While exclusive rights may not be acquired through usage of what is public property, 
the word “Vogue” held to have acquired a secondary meaning identifying plaintiff and 
entitling it to exclusive use in field of fashion which includes fashion modeling and 
schools where that is taught. 764 
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Protection accorded geographical name where it has acquired secondary significance 
identifying particular business, is an exception to general rule that no property right exists 
in a descriptive or geographical name. 

Whether or not a geographical name has acquired a protectable secondary meaning 
is a question of fact. 920 


Wuat May Be a Trape-Mark 
Marks Capable of Exclusive Appropriation 


The letters “G E” held capable of being registered as a trade-mark under 1881 Act. 
It is elementary that combinations of letters may be valid trade-marks and may be 
registered. 62 


“Flavorite” held not merely descriptive of soup mixes. 68 


The term “Flush” as used in opposer’s mark “Sani-Flush,” held not merely descrip- 
tive of cleaning powder or cleaning powder for automobile radiators. 139 


Defendant’s composite mark consisting of “Gro” followed by representation of a tree 
and the word “Shoe,” held valid and not descriptive of children’s shoes. 240 


The term “Cherry-Berry-Bing,” held a unique and catchy expression capable of 
functioning as a trade-mark to distinguish applicant’s fruit and berry preserves, under 1946 
Act, though each of the individual words is generic and independently unregistrable. 338 


“Steel-Rock,” the word “steel” is being disclaimed, held registrable and not merely 
descriptive of electric heating units used in waffie irons, flat irons and similar electrical 
appliances. 339 


1905 Act provision corresponds generally to doctrine of equity jurisprudence precluding 
use of descriptive words as technical trade-marks. 

Distinction between descriptive and suggestive words for purposes of trade-mark ap- 
propriation is not arbitrary; suggestive words may become technical trade-marks. 

Question as to how a particular word has been used and understood is one of fact. 832 


The word “Dale,” while it may have been a surname, held not descriptive of shirts. 860 


Marks Incapable of Exclusive Appropriation 


“D-Luxe” held an obvious misspelling of “deluxe” commonly used in a descriptive 
manner to denote special elegance of goods. 

Judicial notice can be taken of fact that “deluxe” is a laudatory expression commonly 
used in trade and which the public would not consider as an indication of origin. 65 


Phrase “best in the long run” held merely a laudatory phrase, incapable of distin- 
guishing or identifying applicant’s tires. 79 


The word “Outboard” held synonymous with the expression “outboard motor”; and 
such term applied to oil for such motors, held more likely to be understood to characterize 
the type of oil than to point to source of goods. 162 


Design consisting of vertical alternate light and dark stripes held merely the dress of the 
goods and inherently incapable of acquiring status of a trade-mark, under 1946 Act. 237 


Phrase “best in the long run” held either inherently, or as used, incapable of serving 
purpose of a trade-mark since it merely suggests quality of applicant’s goods. 267 


On facts of record, plaintiff held to have no exclusive right to use of term “Remem- 
brance Advertising” as trade name, under common law or federal registration statutes. 

Trial court’s finding that the words “Remembrance” and “Remembrance Advertising” 
had not acquired secondary meaning, sustained. 312 
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The notation “Redi” held a phonetic misspelling of common word “ready” which is 
not subject to being monopolized by anyone even in the form of its phonetic equivalent. 324 


On facts of record, applicant’s labels held to indicate that the word “Commercial” is 
used in descriptive sense rather than as mark of origin. 

Fact that applicant has used word “Commercial” for 34 years held not to establish 
that word has acquired trade-mark significance. 

“Commercial” held incapable of distinguishing applicant’s ball bearings and not 
registrable on Principal Register under 1946 Act. 349 


“Fastie” held descriptive of tube sealing machines, under 1946 Act. 357 
Phrase “A Truly Fine Pale Beer,” held incapable of distinguishing applicant’s beer. 359 
“Startgrolay” held descriptive of poultry feed composition, under 1946 Act. 360 


Prefix “Therm” or “Thermo,” as applied to thermostatically controlled heating 
equipment, can have no trade-mark significance because it is merely descriptive of the 


goods. 423 


The words “shine” and “brighten” held obviously descriptive of cleaning and polishing 
compositions. 432 


Neither oil can’s transparent pouring spout nor red cap thereon can be considered a 
trade-mark. 451 


“Juicy Orange” held so highly descriptive of syrups for making orange flavored soft 
drinks that it is not subject to exclusive appropriation since it is incapable of denoting 
origin. 452 


Claimed mark described as blue band encircling a commercial drum, without limita- 
tion as to extent of band, held not registrable, under 1946 Act, because it may amount 
to mere coloring alone and thus fail to serve as a trade-mark. 458 


“Tru-Aid” held descriptive of quality or function of denture cushions, under 1946 
Act. 463 


“Minral Meal,” “Mineral and Meal,” “Drimolas” and “Omalass” held descriptive of 
livestock feeds. 547 


“Lanolin Plus” held descriptive of soap and cosmetics and therefore not registrable 


under 1905 Act. 
Fact that Patent Office has registered equally descriptive marks does not mean that 


it should err in this instance. 554 


The term “baseball” held generic, descriptive and available to anyone to be used 
freely if honestly employed. 630 


The word “Eerie” held generic, of common usage and in the public domain. 666 


The word “shell” being the name of a component from which applicant’s jewelry is 
made and “craft” being descriptive of the character or quality of toy kits for making 
jewelry, the combination “Shell-Craft” cannot create an arbitrary mark registrable under 
1905 Act. 688 


“Chocolate Cocoanut Royals,” the words “chocolate” and “cocoanut” being dis- 
claimed, held merely the name of a kind of candy, incapable of trade-mark significance 
when used on candy and not registrable under 1946 Act. 696 


“Pop-A-Kob” held descriptive of popcorn. 797 


“Pak-a-Robe” held descriptive of automobile or stadium robe and carrying case. 798 
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Storybook, Goldilocks, Little Bo-Peep, June Girl, Mistress Mary, Curly Locks, Little Miss 
Donnett, Red Riding Hood, Little Miss Muffett and Story held descriptive of dolls dressed 
to resemble well-known fictional characters whose names they bear; and such names held 
not to have acquired secondary meaning. 845 


“Steeline” held an obvious contraction of “Steel Line” and merely descriptive of pre- 
fabricated steel buildings and steel building frames. 861 


“Tension-Tite” held descriptive of complete window screen units. 869 


“Pretty Princess,” the word “Pretty” being disclaimed, held merely descriptive of house 
dresses, sunback dresses, house coats and aprons, for women and girls, under 1946 Act. 870 


In absence of conclusive proof to contrary, term “Butter-nut” held substantially incapa- 
ble of identifying origin of candy. 871 


INFRINGEMENT 
Confusing Similarity 
General 


It is well settled that where conspicuous and essential feature of mark is confusingly sim- 
ilar to another, inclusion of additional features is not sufficient to differentiate. 

Similarities in appearance and sound, or either alone, may be sufficient grounds for sus- 
taining opposition. 60 


In determining question of confusing similarity of marks used on identical goods which 
are ordered over the counter by the general public, sound held more important than slight 
differences in appearance or meaning. 

Similarity in sound alone held sufficient to sustain opposition. 71 


In determining whether trade name or trade-mark has been infringed, courts take into 
consideration degree of similarity between the trade names or trade-marks in sound, appearance 
and significance; the actual intent of the alleged infringer; nature of the articles, and use for 
which they are intended, as well as manner of production and marketing; and degree of 
care likely to be exercised by purchasers. 129 


Substantially the same factors are taken into consideration in determining question of 
likelihood of confusion under 1946 Act as were considered under 1905 Act. 134 


Similarity in meaning alone is sufficient to give rise to likelihood of confusion. 137 


Likelihood of confusion from similar marks is largely a matter of opinion; and prior 
decisions are of little value because each case must rest upon its own facts. 

In determining question of likelihood of confusion, the marks must be considered in 
their entireties, including descriptive as well as disclaimed portions. 220 


Under 1946 Act, it is sufficient to preclude registration if similar marks have been pre- 
viously registered for similar or related goods. 352 


In determining question of likelihood of confusion, the mark should be considered as 
a whole. 330 


Plate glass, window glass and mirrors held goods of the same descriptive properties as 
glass products such as tumblers, dinner and kitchenware, jugs, etc. 429 


While prior decisions in opposition proceedings between different parties may have little 
if any weight, prior court decision involving somewhat similar set of facts may not be 
ignored. 441 


In determining question of likelihood of confusion, the marks should be considered as 
a whole. 443 
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A known mark cannot be appropriated merely by addition of words, syllables or other 
features which leave the known mark recognizable as a prominent feature of the new mark. 455 


Where facts of record, considered in their entirety, create doubt that applicant’s mark 
would not result in confusion on the part of purchasers, such doubt should be resolved in 
favor of opposer and against newcomer to the field. 560 


In determining matter of resemblance, composite marks must be considered as entireties. 
To find features which opposer emphasizes as establishing resemblance between its marks 
as used and that of applicant, resort must be had to the labels presented rather than to the 
drawings or prints of the marks themselves. 562 


A corporate name is deceptively similar to name of another corporation only if the similar- 
ity tends to deceive the ordinary purchaser so that he is led to believe that he is getting 
plaintiff's product when he is in fact getting defendant’s. 

Right of a corporation to use personal name of one of its founders is determined by the 
same principles applicable to an individual. 675 


Similarity in meaning or significance alone held sufficient to constitute confusing 
similarity. 778 


In determining question of confusing similarity, marks must be considered in their 
entireties, but held that pictorial representations cannot be spoken and the goods would be 
called for by means of the name and not by the picture. 

Newcomer in the field having adopted identical first term of another as first word of 
his mark has duty of selecting such word or words for remainder of his mark that there 
can be no possibility of confusion. 

The public should not be required to dissect and analyze trade-marks in order to avoid 
confusion. 

There is neither legal nor moral excuse for even an approximate simulation of a known 
mark used on similar goods. 782 


In determining question of likelihood of confusion, composite mark must be considered 
in its entirety and it is well settled that a pictorial representation cannot be spoken. 786 


Predominant similarity in sound alone has been held sufficient to create likelihood of 
confusion. 792 


Infringement is based on existence of similarity such as would cause confusion of appre- 
ciable number of ordinarily prudent purchasers as to source of the goods. 

No conclusive criteria for testing possibility of confusion are possible. 

Since evidence of actual confusion is practically impossible to secure, in the final analysis, 
decision as to likelihood of confusion must rest on court’s conviction. 

Where question of confusing similarity is based solely on marks themselves, Court of 
Appeals is in as good a position as trial judge to determine likelihood of confusion. 

Decision of Commissioner of Patents held entitled to substantial weight. 911 


Newcomer in the field bodily adopting part of an old registration for similar goods has 
duty to see that the remainder of his mark is so different from the prior registration that there 
will be no likelihood of confusion between the marks when considered as a whole. 921 


Since the public should not have to study marks in order to detect differences, where 
the first part of an old mark is bodily adopted by a newcomer it is incumbent upon him to 
use such word or words for the remainder of his mark to insure that the marks as a whole 
will be readily distinguishable. 929 


There is no such thing as a correct pronunciation of a trade-mark. 
Similarity in either appearance or sound, or both, held sufficient to indicate likelihood 
of confusion. 931 
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Newcomer who bodily adopts first word of prior registration for same goods has duty to 
use such terminal word or words as will clearly avoid likelihood of confusion. 

In determining question of confusing similarity the marks must be considered as a whole, 
including descriptive or disclaimed portions. 932 


Likelihood of Confusion 


While Commissioner’s determination as to possibility of confusion is entitled to great 
weight and should not be lightly set aside, this is not a question of a scientific or technical 
nature in respect of which experts of the Patent Office are especially equipped, but a question 
of fact concerning which District Court in 4915 suit is competent to make a finding on the 
basis of evidence before it. 659 


Newcomer who bodily adopts long registered and widely used mark has duty to use all 
precautions to insure that public will not be deceived as to origin of goods. 799 


In determining question of likelihood of confusion, it is necessary to consider such things 
as nature and character of the goods, their intended use, when they are sold and the type 
of purchasers. 866 


III. REGISTRATION OF TRADE-MARKS 


EFFECT OF REGISTRATION 


1905 Act registration held constructive notice to petitioner for cancellation for period 
prior to effective date of 1946 Act. 743 


REGISTRABLE MARKS 
Registrability in General 

Commissioner’s refusal to register plaintiff's composite mark without disclaimer of slogan 
“The Fate of a Fabric Hangs by a Thread,” which was an integral part thereof, held 
error. 106 

Reversal by court of Commissioner’s decision in American Enka case held not controlling 
on present appeal, since marks involved are entirely different and each case must rest on its 
own merits. 267 

Use of mark as presented is prerequisite to registration. 

On facts of record, held that none of the specimens filed shows use of oval design in and 
of itself as badge of origin on baseball bats. 269 

In view of substantial similarity of marks, Examiner of Trade-Marks directed to recon- 
sider ex parte the registrability of applicant’s mark, upon final termination of opposition pro- 
ceedings dismissed on ground of res judicata. 319 

(Case 2) On facts of record, applicant’s showing held insufficient to establish that gold- 
colored rivets in garments had acquired or could acquire trade-mark significance to dis- 
tinguish applicant’s goods. 353 

Duty of presenting all facts bearing upon registrability of mark is upon applicant. 359 


Registrable trade-mark cannot be formed by combining geographical name or the name 
of an individual with a descriptive word. 

Combination of two surnames is unregistrable. 543 

Likelihood of confusion of product or as to source held test of registrability. 642 


Geographical name indicating place of origin of a product may not be legally registered 


as a trade-mark. 
The term “Hyde Park,” as used by plaintiff, held not “merely geographical” and a valid 


registered trade-mark for men’s suits. 650 
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“Lucky Camel” held not registrable as trade-mark for candy cigarettes sold in package 
imitating “Camel” cigarettes for reason that feature of thing so imitated cannot be consid- 
ered part of imitator’s trade-mark. 796 


On facts of record, applicant held to have failed to show that mark has become dis- 
tinctive. 801 


Applicant’s name, “Duncan Electric Mfg. Co.,” used on goods in connection with appli- 
cant’s address, held only a trade name and not entitled to registration on Principal Register, 
under 1946 Act, because it is not a trade-mark as defined by Section 45. 919 


Descriptive and Generic Terms 


Fact that reference books bear dates subsequent to applicant’s date of first use held not 
controlling where publications clearly indicate that trade for some years has come to recog- 
nize term as type name rather than mark indicating origin. 155 


Word which describes character, quality or capability of goods is descriptive. 157 


It is well established that mark is descriptive if it describes intended purpose, function 
or use of goods to which it is applied. 

Fact that mark is equally descriptive of many other articles does not make it any less 
descriptive of goods involved. 463 


Confusing Similarity 
General 


In determining question of likelihood of confusion of marks, all reasonably possible 
pronounciations must be considered. 68 


While letters of consent are entitled to consideration, in view of practical identity of 
marks and similarity of goods held that letter of consent is not sufficient to remove likelihood 
of confusion. 267 


In determining question of likelihood of confusion arising out of use of identical marks, 
test is whether ordinary purchasers would be likely to believe that the goods emanated 
from the same source. 271 


Similarity of marks must be determined largely as a matter of opinion, considering their 
entireties. 847 


Applicant having bodily adopted part of arbitrary mark held under clear duty to adopt 
such other word or words in connection therewith as to avoid any likelihood of confusion. 863 


Particular Instances 


Composite mark consisting of the word “ExOlite” and design, the word “lite” being dis- 
claimed, held confusingly similar to “Exide,” used on identical goods, under 1946 Act. 60 


“Burowin” held confusingly similar to “Buromin.” 64 


“Zac-Lac,” displayed in oval, and term “Lac” being disclaimed, held confusingly simi- 
lar to “Jap-A-Lac,” used on similar goods, under 1946 Act. 71 


“Paperlux” held confusingly similar to “Lux,” used on similar goods, under 1946 Act. 134 


Composite mark consisting of the word “Tornado,” in association with pictorial 
representation of a whirlwind, held confusingly similar to “Cyclone,” used on substantially 
identical goods, under 1946 Act. 137 


“Royal Flush,” the word “Flush” being disclaimed, held confusingly similar to “Sani- 
Flush,” used on substantially identical goods, under 1946 Act. 139 








FORTY-TWO TRADE-MARK REPORTER 


“Treasures in Lingerie,” held confusingly similar to ‘“Radelle Fine Lingerie ‘She 
Treasures’,” used on similar goods under 1946 Act. 

Use of name “Radelle” in connection with petitioner’s mark “Lingerie ‘She Treas- 
ures’,,” held not to diminish trade-mark significance of the latter and not sufficient to avoid 


likelihood of confusion where marks of the parties are otherwise confusingly similar. 151 


Composite mark consisting of word “Engineered,” which is disclaimed, displayed 
against black panel and superimposed upon representation of human figure standing on 
pedestal and holding gear, held confusingly similar to “Engineered Fastenings,” the word 
“Fastenings” being disclaimed, used on similar goods, under 1946 Act. 

Applicant’s disclaimer of “Engineered” held in no way to lessen likelihood of con- 
fusion. 160 


“hy-V” held confusingly similar to “V-8,” used on similar goods. 217 
“HR” held confusingly similar to “RHR,” used on similar goods, under 1905 Act. 219 


‘“Duz Mor” held confusingly similar to “Duz” and to slogan “Does More,” used on 
similar goods, under 1905 Act. 228 


“Phenix” held confusingly similar to “Phoenix,” used on similar goods, under 
1946 Act. 267 


White crusader’s cross upon red shield held likely to be mistaken for white cross on 
red disc. 316 


*So-Cool” held confusingly similar to “O-So-Cool,” used on similar goods, under 


1946 Act. ; 329 


“On-A-Lite,” the word “Lite” being disclaimed, held confusingly similar to “Noma 
Lites,” used on identical goods, under 1946 Act. 333 


“B & B” held confusingly similar to composite marks containing letters “B,’ “BB” 
and “BBB,” used on similar goods, under 1946 Act. 344 


“Joy Pops” held confusingly similar to “Popjoy,”’ superimposed on representation of 
an ear of corn, used on similar goods, under 1946 Act. 351 


Letters “WW,” enclosed in elipse, held confusingly similar to letter “W,” in diamond 
shaped border, used on goods identical in nature, under 1946 Act. 352 


“Startgrolay” held confusingly similar to “Lay-an-Grow,” used on similar goods, under 
1946 Act. 360 


“Thermomatic” held confusingly similar to ‘“Oil-O-Matic,” used on similar goods, 
under 1905 Act. 423 


“Federal Glass Co., Inc.” held an invasion of rights and good will of plaintiff in its 
corporate name, “The Federal Glass Company.” 429 


“Briten-Zit” held confusingly similar to “Briten-All”; and “Briten-All’’ held confus- 
ingly similar to “Shine-All,” used on similar goods, under 1946 Act. 432 


“Motrola” held confusingly similar to “Motorola,” used on similar goods, under 


1905 Act. 437 


“Cuti-Clip” held confusingly similar to “Cutex,” used on goods of the same descrip- 
tive properties, under 1946 Act. 441 


“Starlet” held confusingly similar to “Stardust,” used on similar goods, under 1946 
Act. 445 
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“Flex-O-Lite,” the word “Lite,” being disclaimed, held similar in sound and appear- 
ance to “Reflexalite,’ under 1946 Act. 447 


“Juicy Orange” held confusingly similar to “U-See,” used on similar goods, under 1946 
Act. 452 


“Klingtex” held confusingly similar to “Klingtite” and to “Kling,” used on similar 
goods, under 1946 Act. 455 


Letter “X,” shaded along one side of each of the arms and having the end portions of 
each arm drawn in a wavy line to present a ragged edge, held confusingly similar to the 
letter “X” having at the bottom of one of the legs a line extending outwardly at an angle of 
90°, used on closely related goods, under 1946 Act. 

Fact that applicant’s goods are sold to discriminating purchasers held not controlling 
where likelihood of confusion due to similarity of the marks is present. 462 


Preliminary injunction restraining defendant’s use of “Fawn,” or pictorial representa- 
tion of a fawn or doe and color combination on packages, as confusingly similar to “Doe” 
and pictorial representation of doe used by plaintiff, for paper napkins and other soft 
paper products, affirmed. 555 


“Jaybern,” used on piece goods, held confusingly similar to “Jayson,” used on clothing 
for men and women, under 1946 Act. 560 


’ 


Composite mark consisting of the words “Palm Wave,” arranged above pictorial represen- 
tation of ocean waves, held confusingly similar to words “Ocean Wave,” used on similar 
goods, under 1946 Act. 575 


“Chee-tos” held confusingly similar to “Cheerios,” under 1946 Act. 642 
“Sureline” held not confusingly similar to “Sparkline,” used on similar goods. 659 


“Martha Washington,” used on frozen confectionery products, held confusingly similar 
to “Martha Washington” used on candy. 663 


“Lynch” held confusingly similar to “E. P. Lynch, Inc.”, used on similar goods, under 
1946 Act. 682 


“Duo-Glo,” applied to aluminum letters and numerals surfaced with light-reflecting 
material for house marker signs held likely to be confused as to source with ‘“Doubl-Glo,” 
applied to Christmas tree aluminum foil reflectors and ornaments, under 1946 Act. 774 


“Pie-Ready” held confusingly similar to ‘“Pyequick,” used on similar goods, under 
1946 Act. 778 


“Milky” held confusingly similar to “Hair Milk,” used on similar goods, under 1946 
Act. 780 


Composite mark consisting of the words “Trim-a-Seal,” in conjunction with representa- 
tion of structural member of generally I-beam shape and slogan “Makes the Weather Be- 
have,” held confusingly similar to “Trim-Set,” used on similar goods, under 1946 Act. 

The word “Trim” held a conspicuous part of both marks and whether arbitrary, sug- 
gestive or descriptive, it cannot be ignored. 782 


Composite mark consisting of “Dainty Dinah,” associated with picture of girl in old 
fashioned clothing, held confusingly similar to “Diana,” used on similar goods, under 1946 
Act. 786 


“Knighthood” held confusingly similar to composite mark consisting of “Royal Knight” 
and pictorial representation of a knight’s helmet, used on similar goods, under 1946 Act. 788 
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“Crecol” held confusingly similar to “Cheracol,” used on similar goods, under 1946 
Act. 790 


“VA” held confusingly similar to “V-8,” used on similar goods, under 1946 Act. 792 


“Telicon” held a colorable imitation of “Telechron” within concept of trade-mark in- 
fringement. 832 


The mark “Texdale,” incorporating the entire mark “Dale,” held confusingly similar to 
“Dale,” used on similar goods, under 1946 Act. 860 


“Pine-Sol” held confusingly similar to “Lysol,” used on similar goods, under 1946 Act. 863 


“Gropals” held confusingly similar to “Gro (representation of a tree) Shoe,” used on 
identical goods, under 1946 Act. 

Addition of the name “Miles” before plaintiff’s mark ‘“Gropals” held not to diminish 
appreciably the likelihood of confusion with “Gro (representation of a tree) Shoe.” 911 


“Protogel” held confusingly similar to “Protargol,” used on similar goods, under 1946 
Act. 921 


“Duraflex” held confusingly similar to “Duo-Flex,” used on identical goods, under 
1946 Act. 931 


“Snow Drop” held confusingly similar to “Snow Flake,” used on similar goods, under 
1905 Act. 932 


Examiner’s refusal to accept applicant’s proposed disclaimer of word “Snow” in mark 
“Snow Drop” held correct, since such disclaimer would not avoid confusing similarity be- 
tween applicant’s mark and previously registered mark “Snow Flake.” 932 


Marks not Confusingly Similar 


> 


“Penstix” held not an infringement of ‘‘Mastics,” used on similar goods. 31 
“D-Luxe” and “Divoluxe” held not confusingly similar to “Lux,” used on similar goods, 


under 1946 Act. 65 


“Favora” held not confusingly similar to “Flavorite,” used on substantially identical 
goods, under 1946 Act. 68 


“Cool-Ray” held not confusingly similar to “KoolVent,” used on similar goods. 129 


“White Ox,” the word “White” being disclaimed, held not confusingly similar to com- 
posite mark consisting of representation of head of mule and the words “White Mule” and 
“It’s Tough,” used on identical goods, under 1905 Act. 220 


“Gropals” held not confusingly similar to “Gro” (representation of a tree) “Shoe,” 
““Gro-Shoe” or “Gro Sock,” used on similar goods, and entitled to registration. 240 


“Tommiecoat,” “Tommiegown” and “Tiny Tommies,” used on ladies’ pajamas, pajama 
coats, beach coats, utility coats and bathrobes, and “Tommie Shirt,” used on ladies’ pajama 
shirts, the words “Shirt” and “Tiny” being disclaimed, held not confusingly similar to “Tom- 
my Tucker,” used on boys’ shirts, blouses and sportswear, in view of cumulative differences 
between the specific marks and the specific goods, under 1946 Act. 256 


“Bi-Var-Co.” held not confusingly similar to “Arco,” “Arcotum,” “Arcozon,” “Arco- 
var,” “Arco-Rays” or “Arcotone,” used on similar goods, under 1946 Act. 258 


“Redirule” held not confusingly similar to “Readipoint,” under 1946 Act. 324 
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Composite mark consisting of the words “Yukon Club,” with representation of head 
and shoulders of figure wearing yachtsman’s cap, before which is a partial representation of 
a helm, held not confusingly similar to “Barbequed Yukon Coast,” used on similar goods, 
under 1946 Act. 330 


“Oregon’s Finest,” used on canned and frozen vegetables, held wholly different in sound, 
meaning and appearance, from “Oregon Fruit Products,” used on canned fruits, preserves 
and jams, and registrable on Supplemental Register, under 1946 Act. 426 


Composite mark comprising monogram in form of letters “CM,” associated with design 
composed of upper segment of circular figure formed by heavy curved line and having series 
of equidistant radiating lines and corresponding series of heavy dots, held not confusingly 
similar to the word “Crown” or to pictorial representation of a crown, used on similar goods, 
under 1946 Act. 443 


Composite mark consisting of the word “Joco’s” with the words “Treasure Chest” ap- 
pearing in smaller type across the letters “oco” of “Joco’s,” the word “Treasure” being dis- 
claimed, and having pictorial representation of a monkey standing before an open chest, 
above the word “Joco’s,” held not confusingly similar to “‘Jacco” displayed on a shield or 
scroll-like background, used on similar goods, under 1946 Act. 546 


“Drimolas” held not confusingly similar to “Omalass,” used on similar goods. 

On facts of record, composite mark consisting of picture of hog and two pigs with 
spoons dancing around an open bag, held not confusingly similar to picture of fat hog feed- 
ing itself with a spoon from an open bag. 

Color schemes, designs and inscriptions on sacks held not sufficiently similar to cause 
confusion. 547 


On facts of record held that neither registered composite marks, consisting of repre- 
sentations and caricatures of alligators and the word “Alligator,” nor labels presented show- 
ing the marks as used are confusingly similar. 562 


“Season-Aire,” held not confusingly similar to “Season Skipper,’ used on goods of the 
same class, under 1946 Act. 572 


Composite mark consisting of letters “H. L.” within an equilateral triangle, the top 
side of which is in a horizontal position, held not confusingly similar to composite mark con- 
sisting of letters “H R” in block form beneath a diamond shaped figure, the top of the let- 
ters being contiguous to the bottom lines of the diamond, under 1946 Act. 577 


“Tobruk” held not confusingly similar to “Tabu,” used on identical goods under 1946 
Act. 623 


“Mother’s Pride” and defendant’s label held not confusingly similar to ““Mother’s Best” 
and plaintiff’s label, used on similar goods. 620 


“Life-Line” held not confusingly similar to “B-Line,” used on the same goods, under 
1946 Act. 748 


Composite mark consisting of the words “Dixie Leader,’ at top of rectangular label, 
with slogan “A Sure Bet” beneath and disclaimed and having a circle containing picture of 
head of a horse below slogan, with racetrack scene in background, held not confusingly simi- 
lar to “Dixie Weave,” the word “Weave” being disclaimed, under 1946 Act. 755 


Composite mark consisting of words “Baby Chef Jr.” and design showing baby wearing 
a chef’s hat and holding a beribboned card held not confusingly similar to “Handi-Chef,”’ 
used on similar goods, under 1946 Act. 795 


“Surge” held not confusingly similar to “Surf,” used on identical goods, under 1946 
Act. 847 
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Composite mark consisting of words “Old Squire” and pictorial representation of a 
squire held not confusingly similar to “Squirt”, used on similar goods, under 1946 Act. 859 


“Golden Oak” held not confusingly similar to “Charter Oak,” used on similar goods, 
under 1946 Act. 923 


“Alfaset” held not confusingly similar to “Alfapaca,” used on similar goods, under 
1946 Act. 929 


Goods—Same Descriptive Properties 


Canned fruit juices for food purposes and combination of 8 vegetable juices and canned 
mixed vegetable juices to be served cold or used as a soup preparation, held goods of the 
same descriptive properties. 217 


Fact that goods of the parties are sold in same establishments to same class of pur- 
chasers, while not controlling, held entitled to substantial weight in determining question 
whether goods are of the same descriptive properties. 

Terms “same class” and “same descriptive properties” held synonymous as used in sec- 
tion 5 of 1905 Act and these terms were intended to be given limited or extended meaning 
and application depending on whether or not use of identical or similar marks would be 
likely to cause confusion as to origin. 228 


Shoes made of leather, rubber and fabric, and combinations of such materials, for men 
and boys held so closely related in character to athletic supporters, anklets, knee caps, 
elastic stocking material, etc., that their contemporaneous sale by the parties under the 
identical notation “Johnson & Johnson” would be likely to lead purchasers to suppose that 
they emanated from a common source. 263 


Electric motors for winding phonograph spring motors held goods of the same descrip- 
tive properties as combination radio receiving and electric phonograph sets and record players, 
under 1905 Act. 437 


Goods—Same Class 


As the manner of packaging and mode of distribution are trade practices subject to 
change at will, they do not affect character of product; and specific goods now sold by ap- 
plicant held not controlling where application is broad enough to cover others. 

Toilet paper and toilet soap held closely related goods under 1946 Act. 134 


Clothing for men and boys held closely related to piece goods and suitings used in 
making the same type of articles. 329 


Wines and beer held goods of the same descriptive properties and confusion held likely 
to result from contemporaneous use of identical marks thereon. 335 


Candy and popcorn held closely related goods. 351 


Any doubt as to relationship of goods should be resolved against respondent who prior 
to institution of present cancellation proceeding protested to petitioner on ground use of 
mark on phonograph needles infringed respondent’s claimed rights in same mark for reeds 
and mouthpieces. 435 


Hairnets, garters and hose supporters held closely related to hosiery, slips and other 
items of ladies’ wearing apparel. 445 


Syrups used in making soft drinks held similar. 452 
Pipe fittings known as flow beans, held closely related to pipe couplings and nipples. 462 


Plaintiff's candies and defendants’ frozen products constitute confectionery; and precise 
nature of goods of the parties is not of primary significance. 663 
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There is no substantial difference between an aluminum light reflector and an aluminum 
foil reflector, any difference held merely a matter of degree. 774 


Canned fruit fillings for pies held closely related to pastry flour and prepared pie mix; 
and specific differences between such goods held relatively immaterial. 778 


Shampoo held goods of the same descriptive character as hair tonic and dandruff 
remover. 780 


Preparation for the relief of coughs due to colds held substantially the same as prepara- 
tion for the treatment of colds, coughs and other bronchial and pulmonary affections. 790 


Use of identical marks on bicycles and automobile tires held likely to cause confusion 
of public. 799 


Radio sets, television sets, and electric clocks and timers held all within common 
merchandising field; and large radios and television sets held goods of substantially the same 
descriptive properties as electric clocks and small radios. 832 


On facts of record, held fact that opposer’s goods may have additional uses in other 
fields cannot detract from fact that goods of both parties are sold and recommended for the 
same uses set forth in application. 863 


Combination locker and clothes racks held goods within the same definitive class as 
filing cases. 866 


Ointment compound of alumina gel and kaolin and silver salt in powder form, both 
used for topical application, held goods of the same class and sufficiently similar to justify 
presumption of likelihood of confusion when sold under similar marks. 921 


Goods—Different Classes 


Medicinal preparation known as an antiseptic antiphlogistic preparation in tablet form, 
and chemical for treating steam boiler water to prevent formation of boiler scale, held not 
sufficiently closely related to justify finding of likelihood of confusion. 64 


Medicinal preparations held not likely to be confused with grocery items, including 
olive oil and mustard, sold under identical mark. 254 


Clocks, watches and parts of watches held generally similar goods to necklaces, bracelets, 
rings, clips, brooches, etc., all falling within the category of jewelry. 267 


Confusion as to source held likely to result from use of mark “Ideal” on clinical ther- 
mometers and thermometers generally. 271 


Confusion as to origin held not likely to result between slide-rules, sold to relatively 
small and discriminating class of purchasers, and magazine pencils, in view of differences in 
the marks and in the goods. 324 


Sealer held goods of different descriptive properties from plastic coating used on electro- 
plating racks, under 1905 Act. 439 


Reflective glass beads for use on municipal highway and airport center lines, safety 
zones, etc., held too widely different from indoor enamel paints to sustain finding of likeli- 
hood of confusion, though goods are sold under similar marks. 447 


Rainwear, sportswear and miscellaneous items such as tobacco pouches, aprons and 
beauty caps held so completely different in nature, classification and use from tobacco and 
tobacco products including cigars, cigarettes and snuff that there is no likelihood of con- 


fusion. 562 
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Electric lighting fixtures and storage batteries held to differ so widely in use and 
characteristics which govern choice by purchasers that use of identical marks on them would 
not be likely to cause confusion or mistake or deceive purchasers as to source. 758 


Chemical paint and varnish remover held goods of such different character from calcium 
carbonate used as a pigment in the manufacture of paint, ink and similar materials that it 
would be unlikely that confusion would result as to origin thereof, from their sale under 
similar marks. 773 


Dominant Features 
“ExOlite,” held dominant feature of applicant’s composite mark. 60 


The word “Flush” held the predominant part of “Sani-Flush” and “Royal Flush” 
marks. 139 
The word “Treasures” held the dominant feature of marks “Treasures in Lingerie” and 
Radelle Fine Lingerie “She Treasures’’. 151 


Applicant’s composite mark held to embody, as its most prominent feature, opposer’s 
entire mark. 319 


Descriptive terms cannot serve as dominant part of mark. 426 


The name “Lynch” held the distinguishing and dominant part of petitioner’s trade 
name “E. P. Lynch, Inc.” 682 


REGISTRATION PROCEDURE 
Application 


Action of the Examiner of Trade-Marks in following decisions by higher tribunals of 
Patent Office until they are overruled held proper. 926 


Inter Partes Proceedings 
Interferences 


Party proving earliest date of trade-mark use, within meaning of section 45, of 1946 Act, 
should prevail irrespective of dates of use claimed in applications. 
On facts of record, Dickerson, junior party, held to have established priority. 142 


Junior party has burden of establishing use of its mark prior to that of senior party. 

Senior party having taken no testimony is restricted to filing date of its registration as its 
earliest date of use. 

On facts of record, junior party (Cudahy) held to have established priority on basis 
of clear, definite and uncontradicted testimony. 

Questions as to how much soap was sold by Cudahy under the mark held not pertinent 
to issue of priority of use of mark. 685 


Upon receiving request for interference, held that Examiner of Interferences should have 
informed party to make request in his application or have referred request to Examiner of 
Trade-Marks who has authority to institute interference. 784 


Opposition 
General 


Opposer need only establish that it would probably be damaged by registration of ap- 
plicant’s mark; right to oppose does not depend upon exclusive ownership by opposer of its 
mark. 60 


Issue in opposition does not require proof of damage as result of actual confusion, but 
only that likelihood of confusion may exist. 228 


Opposition proceeding held no different under 1946 Act than under 1905 Act. 319 





DIGEST OF CASES—PART II 39 


On facts of record, opposer held to have established priority; and interruptions in op- 
poser’s sales held clearly result of unforeseeable conditions over which opposer had no con- 
trol. 329 


It is not essential in opposition proceedings for opposer to establish trade-mark use of 
mark upon which he relies; prior use thereof analogous to trade-mark use is sufficient 
On facts of record, opposer held to have established sufficient basis for opposition. 333 


Because of differences of facts, prior adjudications as to registrability of other contested 
marks are not controlling except as to principles of trade-mark law enunciated therein. 

In an opposition proceeding, validity of opposer’s previously registered mark cannot 
be challenged. 423 


Controlling factor is whether any product as to which opposer has priority and goods 
of applicant have the same descriptive properties. 439 


Opposer held to have failed to discharge burden of establishing such similarity of goods 
as would lead to likelihood of confusion. 447 


1946 Act contains no provision such as third proviso of Section 5 of 1905 Act which 
prohibited registration of mark consisting merely of a name of a corporation. 

In view of the statutory changes, under 1946 Act, to succeed in an opposition it is no 
longer necessary to prove that the goods of the parties possess the same descriptive properties, 
as was previously required under the 1905 Act, but it is still necessary to show likelihood of 


confusion. 
On facts of record, opposer held to have failed to establish applicability of Sections 


2(a), 44(g) or 44(h) of 1946 Act. 562 


Since notice of opposition did not allege use of opposer’s mark on any product other 
than storage batteries, no other product of opposer can be considered in this proceeding. 
Likelihood of confusion or mistake or deception of purchasers is ultimate test. 758 


Pleading and Practice 


Third party registrations referred to by applicant cannot be considered because copies 
of such registrations have not been filed as part of record in accordance with Rule 282. 65 


Notice of opposition stating grounds therefor must be filed within statutory period and 
amendments of substance held not permissible after expiration of statutory period for filing 
opposition. 

Rule 15(b) of Federal Rules of Civil Procedure held not applicable to notice of opposi- 
tion. 

General statement in notice of opposition relating to use of opposer’s mark “as a com- 
bining form,” held to have no meaning or value apart from specific marks pleaded in notice 
of opposition and not to permit introduction of marks not pleaded but in which “Arco” is 
incorporated. 258 


Upon reversal of Examiner’s decision, leave granted to reopen case to add further evi- 
dence if Examiner so desires. 449 


Propriety of a registration is not re-examined on renewal. 450 


On facts of record, opposer’s reason for vacating prior adverse decision held not suf- 
ficiently supported. 

Decision dismissing prior opposition between the parties, involving same mark and 
goods, held not to constitute res judicata, because basis of that decision, made on motion 
before answer filed, was defective pleading, i.c., that no issue of law or fact was there 
presented and defect could not be cured since time to oppose had expired. 


Amendment of fatally defective notice of opposition is not permitted after time for filing 
an opposition has expired. 784 
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Evidence 

Expired registration is not in itself evidence of use either as of date of registration or 
application, or as of date of first use claimed therein. 

Opposer-appellant is not bound by date of first use alleged in its registration and is 
entitled to carry date of first use back to a prior date by proper evidence, but he is then 
under heavy burden and proof must be clear and convincing, though oral testimony may 
suffice. 

On facts of record, applicant-appellee held to have proved use of mark at least as early 
as January 1921, and opposer-appellant held to have failed to establish priority. 306 


Applicant who took no testimony held restricted to filing date of application as his earliest 
date of first use. 437 


On facts of record, opposer held to have failed to establish likelihood of confusion. 748 


Filing of final official copies of registration held to constitute prima facie evidence of 
ownership and use of mark is presumed where ownership is shown. 780 


Material not placed in evidence during period for taking testimony, but offered at hear- 
ings before Examiner and on appeal, not considered. 

On facts of record, respondent held to have failed to produce sufficient evidence to show 
such common use of suffix “col” that public would not give consideration to it. 790 


Defenses 


Defense of res judicata sustained, where opposer in prior opposition failed to prove title 
to registration and now relies upon same registration in opposing composite mark embody- 
ing opposer’s mark as its most prominent feature. 319 


Doctrine of laches held inapplicable to opposition proceeding since opposition could not 
have been brought until application was published in Official Gazette. 335 


Cancellation 
General 


Existence of prior registration, on basis of which petitioner’s application for registra- 
tion was rejected, may give petitioner a standing to seek cancellation. 

Respondent’s failure to produce assignment from administrator to heirs of deceased 
registrant who continued the business and renewed registration held not such defect as to 
warrant cancellation or preclude defense of proceedings where petitioner here is not alleging 
any ownership of registration involved. 

On facts of record, petitioner held to have failed to sustain burden of proving abandon- 
ment. 146 


On facts of record, petitioner held to have failed to establish registrant’s alleged fraud, 
misrepresentation or failure to file specimens. 149 


Omission of the word “Fine” from petitioner’s wrapper, used on its goods, held an 
inconsequential modification of petitioner’s registered mark which in no way impairs peti- 
tioner’s right to cancel respondent’s registration of confusingly similar mark. 151 


Registration of collective mark, issued under 1905 Act on application filed prior to 1938 
amendment, cancelled because of improper application, since it contained misstatements 
under oath and at the time application was filed collective mark could not be registered. 322 


On facts of record, defendant held to have failed to sustain counterclaim for cancella- 
tion of plaintiff’s registered trade-mark because on its face, at least, mark covers registrable 
matter. 630 





DIGEST OF CASES—PART II 41 


Fact that Patent Office has procedure for cancellation of registrations held immaterial 
since court also has jurisdiction and party is free to choose forum. 845 


Pleading and Practice 

Respondent’s motion for summary judgment granted and petition for cancellation dis- 
missed for failure to state cause of action. 

Error in statement of date of first use claimed in registration held of no concern to 
another, since such date need only antedate filing date. 

Petitioner held without standing to challenge respondent’s right to registration because 
of alleged lack of use as trade-mark at time of filing application for registration, where peti- 
tion fails to tender issue on critical question of priority. 167 


Brief filed by petitioner-appellant, after denial of motion for extension of time, held not 
properly in case. 

Papers filed before Examiner of Interferences held not properly to be considered as 
brief on appeal. 

Under present practice, appeal is considered on merits if appellant appears and argues 
orally though no brief has been filed. 254 


Affidavits in support of motions for summary judgment are admissible only for pur- 
pose of determining whether or not genuine issue as to material fact is presented. 262 


On facts of record, petitioner held to have established likelihood of confusion resulting 
from respondent’s use of its mark on competitive goods. 

Ground of attack on respondent’s registration not specifically raised or considered until 
brief and hearing on appeal may not be considered here. 682 


Evidence 


While petitioner for cancellation of descriptive mark is not required to show use of re- 
spondent’s mark at time of filing petition, it is necessary to show facts from which it may be 
found that petitioner was being injured at that time. 

Applicant counterclaimant for cancellation of opposer’s registrations having taken no 
testimony to support allegations of counterclaim, held to have failed to prove that it is or will 
be damaged by registrations of opposer’s mark. 68 


Registrations of third parties held to prove nothing concerning continued use after regis- 
tration and extent of use of marks disclosed. 790 


Defenses 


Respondent’s 1905 Act registration held to constitute constructive notice of its claim of 
ownership of mark since date of issuance of registration in 1935. 

Any delay in asserting trade-mark rights cannot, in and of itself, sustain defense of laches. 

On facts of record, held that case does not contain any disclosure of undisputed facts suf- 
ficient to support defense of estoppel. 167 


On facts of record, defenses of laches, acquiescence and estoppel held not available to 
appellant which, upon protest of appellee, abandoned, in 1939, mark registered in 1938 and 
then resumed use in 1946 resulting in present proceeding by appellee being instituted in 


1947. 224 


Mere delay in bringing a proceeding, unaccompanied by circumstances sufficient to create 
an estoppel, cannot sustain defense of laches. 

Laches held not a defense to charge of descriptiveness since there is no duty on the part 
of the public to act promptly in adopting or using a descriptive term. 259 
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Mere delay in bringing a proceeding, unaccompanied by circumstances sufficient to create 
an estoppel, cannot sustain defense of laches. 

Laches held not a defense to charge of descriptiveness since there is no duty on the part 
of the public to act promptly in adopting or using a descriptive term. 261 


Mere delay in asserting a trade-mark right cannot, without more, sustain defense of 
laches and to establish that defense it must appear that delay was accompanied by circum- 
stances compelling enough to give rise to estoppel. 

Respondent’s affidavit may not be accepted on motion for summary judgment to prove 
defense of laches. 262 


For equitable doctrine of laches to be applicable in cancellation proceedings, it must 
initially appear that party charging violation had prior notice of such violation. 

On facts of record, petitioner held not chargeable with undue delay for period during 
which it had actual notice of respondent’s use of mark; and since 1920 Act registration is not 
constructive notice, respondent held to have failed to substantiate defense of laches. 263 


For doctrine of laches to be applicable it must appear that party charging violation of its 
trade-mark rights had prior notice of such violation. 

On facts of record, held that petitioner had no actual notice, prior to publication of mark 
opposed in companion opposition, and that petitioner is not chargeable with constructive 
notice of 1920 Act registration. 

Mere delay by petitioner in asserting its trade-mark rights, without more, held not suf- 
ficient basis for sustaining defense of laches; and registrant held to have failed to prove facts 
which would give rise to estoppel. 335 


On facts of record, application of defense of laches held not justified where 1905 Act 


registration had been republished under 1946 Act and 5 year period allowed for cancellation 
in section 14 had not expired. 432 


On facts of record, defense of laches held not applicable to petition for cancellation of 
registration republished under 1946 Act. 

Respondent’s activities in charging infringement by use of mark on goods now claimed 
not to conflict should be sufficient to prevent respondent from asserting an equitable 
defense. 435 


On facts of record, appellant held to have established defense of laches precluding 
appellee from obtaining cancellation of appellant’s registration, though there is no evidence 
that appellee had knowledge of appellant’s mark prior to its republication shortly before 
filing of petition for cancellation. 743 


It is the universal rule that mere delay in asserting a trade-mark right cannot, without 
more, sustain the defense of laches and that it must affirmatively appear that delay was accom- 
panied by circumstances compelling enough to give rise to an estoppel. 

On facts of record, appellant held to have failed to prove elements of estoppel and defense 
of laches held inapplicable. 923 


Appeals 


Trial court’s findings should not be overturned where there was adequate evidentiary 
justification for them though, on some of the issues, as is frequently the case, there was 
evidence in the record to justify a different conclusion. 547 


Renewals 


Under 1905 Act, sole requirements for renewal of 1881 and 1905 Act registrations were 
request by registrant and payment of renewal fee. 62 
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IV. UNFAIR COMPETITION 


TRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION 
Basis of Relief 


On facts of record, plaintiff held to have failed to prove that title “Alice in Wonder- 
land” had acquired a secondary meaning to effect that motion picture having that title had 
been produced by plaintiff; and therefore denial of preliminary injunction was proper. 30 


Exclusive property right of owner of unpatented trade secret depends upon continuance 
of secrecy; and so long as secret remains intact, anyone who invades it commits a tort. 

One who lawfully acquires trade secret may use it in any manner without liability, 
unless he acquired it under a contractural restriction. 

Licensee who uses secret for purposes beyond scope of license is not liable in tort but 
for breach of contract. 32 


Plaintiff’s use of “Esquire” held to have acquired a secondary meaning, indicative in 
public mind of relationship between plaintiff’s magazine and men’s apparel, styles and fashions, 
entitling plaintiff to protection against use of that name even in non-competing business when- 
ever such use is likely to cause confusion of public as to origin or sponsorship of goods. 

Evidence of specific instances of confusion is unnecessary; test is whether public is likely 
to be deceived. 

While plaintiff probably will not lose sales of its magazine, defendant by use of “Esquire 
Shop” got a free ride upon plaintiff’s goodwill and to that extent plaintiff’s property right in 
its trade-mark is diluted and rendered less valuable. 

Defendant’s use of “Esquire Shop” held unfair competition with plaintiff. 44 


Defendant’s use of “Esquire Shop” in connection with retail clothing store held not tech- 
nical infringement of plaintiff’s registered trade-mark “Esquire” for magazines. 44 


On facts of record, defendant held to have competed unfairly with plaintiff by selling 
vacuum cleaners and sewing machines under trade-mark “Admiral” by representing such 


articles were products of plaintiff. 50 


Defendant’s use of word “Life,” as part of its name, in connection with developing and 


printing of color photographs held not likely to cause confusion. 
On facts of record, held there was no basis for decree restraining defendant from using 


word “Life” in its corporate name or business. 56 


Two bases upon which trade-mark or trade name may be protected are “secondary 
meaning” and “bad faith” on the part of defendant. 114 


While descriptive, geographical and generic words and words of common or general usage 
belong to the public and are not capable of exclusive appropriation, if a trade name or trade- 
mark has acquired a secondary meaning indicating origin, it will be protected against in- 
fringement. 

Though a phrase has acquired secondary meaning, right to protection does not extend to 
every word in the phrase but will be afforded only against names or marks deceptively similar 


thereto. 
Actual intent to deceive is not indispensable to relief; all that is necessary is that the 


name, mark or label or the conduct and practices of defendant actually cause confusion or are 
reasonably likely to deceive the average purchaser. 129 

The common law favors competition; and in absence of valid design patent or secondary 
meaning, competitor is free to copy goods of another in every detail so long as he does not 
represent that his goods are those of another. 


The critical question of fact at the outset always is whether the public is moved in any 
degree to buy the article because of its source and what features distinguish that source. 
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Likelihood of confusion would suffice, since proof of actual confusion is not required. 

On facts of record, plaintiff held to have failed to establish secondary meaning and essen- 
tial likelihood of consumer confusion as to source. 

Under 1946 Act, the likelihood of consumer confusion remains, as theretofore, the test 
of secondary meaning. 

“Unfair competition” are words of art retaining their previous meaning, in absence of 
contrary legislative intent, and 1946 Act held not to enlarge common law meaning of “unfair 
competition” so as to give rise to secondary meaning right where likelihood of consumer con- 
fusion is not proved. 207 


All that is required to bring into activity injunctive power of court is that plaintiff’s trade 
is endangered by defendant’s use of plaintiff’s name in way likely to cause confusion. 

While New Jersey courts have ruled there must be actual competition, failure of plaintiff 
to establish present competition held not fatal where there is possibility of future actual 
competition. 234 


Equity can provide against likelihood of confusion of purchasers in new market, though 
four concerns use similar names locally and unfair competition suit would not lie here. 
Fact that plaintiff has no exclusive right in words “Corrugated Paper Machinery Com- 


pany,” used in defendant’s name held not to preclude plaintiff from obtaining relief, provided 
plaintiff has some proprietary rights in the words used by defendant. 318 


The test in unfair competition case is likelihood of confusion and proof of actual con- 
fusion is not essential. 

Where names of plaintiff and defendant are similar both as to sight and sound defendant 
as new-comer in field must give way. 429 


On facts of record, defendants’ use of “Albro Steel Company” in connection with im- 
porting, jobbing and warehousing steel plates and structural steel, at Long Island City, held 
not to constitute unfair competition with plaintiff Albro Metal Products Corporation, having 
priority in fabricating products made from steel, stainless steel, aluminum, bronze, nickel and 
other metals, in the Bronx. 430 


On facts of record, defendant’s use of name “Churchill” in connection with pharmacy, 
tearoom and fountain service held not to constitute unfair competition with “Churchill’s 
Terminal Restaurant,’ having priority and operating in the same city about 10 blocks 


away. 431 


The fully established rule is that, absent a valid patent or trade-mark, one has the right 
to copy a competitor’s product, even if by so doing he reaps an advantage from competitor’s 
advertising, provided he does not deceive the public by passing off his product as that of the 


competitor. 
On facts of record, held there is no evidence of widespread palming off by dealers and 


none that defendant even suggested substitution. 541 


All facts and circumstances should be taken together in determining absence or existence 
of unfair competition. 547 


Test for determining question of likelihood of confusion is whether the similitude in 
labels would probably deceive purchaser exercising ordinary prudence as distinguished between 
careless buyer who makes no examination. 620 


Owner of well publicized trade name which enjoys good will is entitled to protection 
though its establishments are located at a point geographically distant from place selected by 
second comer. 625 


On facts of record, plaintiff held to have failed to establish any secondary significance 
arising from designation of its bubble gum in connection with name of any famous baseball 
player. 
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On facts of record, defendant’s acts held not likely to result in confusion or deception of 
purchasers. 

In establishing right to injunction or damages for unauthorized use of person’s name, 
portrait or picture, Section 51 of New York Civil Rights Law did not create a property 
interest; it is the injury to the person which establishes the cause of action and this is a limited 
purely personal non-assignable right. 

On facts of record, plaintiff and defendant held to have failed to sustain cause of action 
for invasion of property right. 630 


Where there is a likelihood of public confusion resulting from use of name similar to 
that of an established concern, newcomer is required to take such steps as may be necessary 
to eliminate confusion. 

Direct competition is no longer required as basis for relief in Massachusetts. 644 


When a good will is established under the owner’s name, he may protect it not only 
against the competition of those who invade his market, but also against those who use the 
name to sell goods near enough alike to confuse his customers; and this right is based upon 
his reputation with his customers and his possible wish to expand his business into the dis- 
puted market. 

Mere fact of confusion does not always and of itself entitle first user to relief. 

On facts of record, defendant’s use of “Hyde Park” on and in connection with ladies’ 
suits and coats held not to constitute infringement of plaintiff’s trade-mark “Hyde Park,” used 
on and in connection with men’s clothes, nor unfair competition with plaintiff. 650 


Plaintiff held to have a property right in trade name “Martha Washington” which is 
entitled to protection against unauthorized use. 

Sale of related products in same area by defendants under the same mark held to have 
resulted in actual confusion and to portend likelihood of continuing confusion sufficient to 
warrant equitable relief. 663 


Equity intervenes to enforce fair play in business competition. 

In unfair competition suit it is not necessary to prove either intent to pass off or that 
actual confusion has resulted. 

Even where secondary meaning has been acquired, title can be freely used by others if 
additional words or differing combinations are sufficient to distinguish. 

On facts of record, because of combination of elements, cover of defendant’s comic book 
held likely to cause confusion. 666 


On facts of record, held that neither defendant’s father, Louis Gluckstern, nor defendant, 
Philip Gluckstern, could properly claim his new place was the “Original Gluckstern’s 
Restaurant.” 671 


If plaintiff and defendant were business corporations engaged in similar businesses the 
fact that defendant adopted its name with intent to trade upon plaintiff’s good will and 
that confusion and deception result from defendant’s activities threatening plaintiff’s fund- 
raising activities would be sufficient ground to warrant injunctive relief and a charity held 
entitled to same protection as business corporation. 

While descriptive, geographical and generic words belong to the public, it is well settled 
that name, label, symbol or word may acquire secondary meaning entitling it to protection 
against infringement. 

Intent to deceive or defraud is not indispensable but is an important factor to be con- 
sidered. 

It is sufficient to warrant granting injunctive relief to nonprofit corporation that its 
name or identity has been endangered or lost or that its standing or reputation is reasonably 
likely to be damaged or that there is actual or reasonable likelihood of loss of membership, 
contributions or of its ability to raise funds resulting from unfair conduct of defendant. 672 


To obtain relief in action for unfair competition and infringement of a trade name, 
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plaintiff has burden of establishing (a) that plaintiff’s name has special significance or 
secondary meaning; (b) that plaintiff has exclusive right or protectable interest in trade 
name with reference to goods, services or business and with reference to territorial or 
special group market in which trade name is used; and (c) defendant has unfairly used 
plaintiff’s trade name or a confusing simulation thereof resulting in deception of purchasers 
as to source of goods, services or business. 

The territorial market is not necessarily confined to the area of actual competition. 

Actual damage need not be shown in order to obtain injunctive relief; and while 
actual fraudulent intent is not essential, it may be material. 675 


Whether or not defendant acted with fraudulent intent to harm plaintiff held im- 
material. 763 


Plaintiff magazine publisher held entitled to injunctive relief against non-competitive 
use likely to cause confusion and to lessen the distinctiveness of plaintiff’s trade-mark. 

Upon facts of record, plaintiff held entitled to relief by injunction because of wanton 
appropriation of plaintiff’s name and goodwill; and fact that plaintiff suffered no monetary 
damage held immaterial. 764 


It is not essential to infringement of registered trade-mark that junior in the field 
intended to appropriate predecessor’s mark. 

Defendant persisting in use of mark after notice took risk of too close resemblance and 
must stand or fall on merits of contested issue of confusing similarity. 

As between two arbitrary marks any doubt as to likelihood of damage should be re- 
solved in favor of first user. 832 


Federal Courts held to have jurisdiction, under Lanham Act, of naked claim of unfair 
competition where requisite effect on interstate commerce is present and neither diversity 
of citizenship nor jurisdictional amount is required. 

If complaint raises substantial claim of federal right under Lanham Act, District Courts 
have jurisdiction notwithstanding it may ultimately be found that the alleged right was 
not created by the Act. 

Lanham Act, Paris and Inter-American conventions held to afford no basis for granting 
relief against copying and imitating chinaware patterns and designs not protected by 
statutory authority and not having acquired secondary meaning. 

Area of federal right to protection against unfair competition under the Lanham Act 
extends considerably beyond that of simple non-technical trade-mark infringement, at least 
so far as rights created by international conventions are made available to citizens of the 
United States but rights created by Section 44(h) of Lanham Act do not go further than 
treaties in this respect. 

Right to relief based upon secondary meaning is tested by same requirements hereto- 
fore applicable. 

Imitation of physical details and designs of competitor’s product may be actionable if 
features imitated are “non-functional” and have acquired secondary meaning but when 
features are “functional” there is normally no right to relief. 839 


Right to protection of goodwill in established mark extends not only to identical goods 
but to items of same general kind to which the mark would bear a natural trade significance, 
anticipating natural expansion. 

Impending threat of damage to plaintiff’s goodwill and reputation by defendant’s con- 
tinued use of plaintiff's mark justifies court granting equitable relief to prevent further 
infringement and unfair competition. 

Defendant’s deliberate and intentional infringement and unfair competition held 
sufficient reason for granting extra allowance of costs. 853 


Elements which plaintiff is required to establish as prerequisite to obtaining relief in 
case based upon theory of unjust enrichment are: that the idea disclosed must be novel; 
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that it must be disclosed in confidence; and that it must be adopted and made use of by 
defendant. 

On facts of record, complaint held to disclose no contract, express or implied, upon 
which relief could be granted; and plaintiff held to have failed to prove facts essential 
to recovery on basis of unjust enrichment. 913 


Scope of Relief 


Plaintiff held entitled to decree restraining defendant from in any way, form or manner 
simulating or making any use whatsoever of plaintiff’s trade name or trade-mark “Esquire,” 
with proviso that decree shall not become effective for 10 days to give defendant reasonable 
time to take steps necessary to comply. 

Plaintiff held not entitled to damages, costs or attorneys’ fees. 44 


Plaintiff held entitled to injunction restraining defendant’s use of plaintiff’s trade name 
“Howard Johnson’s” and sign, in Falmouth, Massachusetts, after reasonable notice by plain- 
tiff which terminated permission to defendant to use them. 57 


Plaintiffs held entitled to injunction restraining defendant from using any sign, poster, 
literature or advertising in which the word “personal” is written or printed in script imitative 
of the distinctive script in which said word appears on signs and in literature and advertising 
of plaintiffs, though neither party had established secondary meaning and there was no fraud 
or bad faith on either side. 

Defendant’s cross complaint dismissed. 114 


Plaintiff, manufacturer of worsted fabrics, sold primarily to the garment manufacturing 
trade held entitled to injunction restraining defendant from using “Lorraine” in its business 
as contractor sewing and finishing garments. 

Plaintiff held entitled to costs but not to an accounting. 234 


Plaintiffs held entitled to injunction restraining defendant’s use of “H.A.A.,” reproduced 
and displayed in oval sign over the words “Service Station,” in such a way that the first letter 
appeared to be a capital “A,” as it was at the time of the filing of complaint, and even as it 
was at the time of trial with the oval removed, so that the letter “H” with converging top 
members looks a little less like an “A.” 243 


Plaintiffs held entitled to injunction restraining defendant from using reproduction of 
“A A A” mark enclosed in oval, topped by “Trade with us,” and having beneath the three 
**A’s” and within the oval, in large letters, “We honor above emblem members,” and in incon- 
spicuous and barely legible letters at the bottom “We are not Automobile Club Affiliates.” 
Plaintiffs held entitled to one bill of costs against defendant. 247 


Notwithstanding absence of valid trade-mark and despite lack of secondary meaning, 
plaintiff held entitled to injunction restraining defendant from minimizing words “Products, 
Inc.” in its corporate name “Remembrance Advertising Products, Inc.” 

Defendant held entitled to use words “Remembrance” and “Remembrance Advertising,” 
but required to employ in its corporate name and in its advertising material, along with 
the words “Remembrance” and “Remembrance Advertising,” language clearly distinguishing 
its products from those of plaintiff. 312 


Where likelihood of confusion as to source exists, an injunction should issue. 

Plaintiff held entitled to injunction restraining continuing breach of contract by corporate 
defendant and restraining corporate and individual defendants from infringing plaintiff’s 
trade-mark and competing unfairly. 

Plaintiff held not entitled to profits or damages. 316 


Plaintiff held entitled to injunction restraining defendant from using “Corrugated Paper 
Machinery Company” in his firm name, unless he uses distinctive prefix. 318 
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On facts of record, plaintiff, operator of hotel chain, held entitled to injunction restrain- 
ing defendants’ use of “Statler,” in connection with retail flower shop in Los Angeles. 625 


Court has power to issue absolute injunction restraining use of geographical and personal 
names as part of business or trade name. 

Plaintiff held entitled to injunction restraining defendants from using the name “Libby” 
in connection with any food product, advertising or other media connected with merchandis- 


ing food products unless it is qualified by adding his or her first name and middle initial 
to it. 644 


Plaintiff, though chargeable with laches, held entitled to injunction restraining defendant 
from displaying its mark in script form and requiring defendant to accompany use of its mark 
by its corporate name. 662 


Plaintiff held entitled to injunction restraining defendants from using the name “Martha 
Washington” in connection with confectionery and to costs. 


Plaintiff held not entitled to damages. 663 


Plaintiff held entitled to injunction restraining defendants from publishing “Eerie Mys- 
teries,” with cover in its present form. 
Plaintiff held entitled to accounting of damages. 666 


Plaintiff held entitled to injunction restraining defendant from using name “Anchorage 
Freight Distributors,” in connection with transportation business in Anchorage and Seward 
and vicinity. 

Plaintiff held entitled to attorney’s fees of $500. 763 


Plaintiff held entitled to injunction restraining defendants from using the mark “Vogue” 
in school name and title, on stationery, brochures and advertising and restraining defendants 
from representing directly or indirectly by any means, any association with, sponsorship or 
approval by plaintiff or its magazines. 764 


Plaintiff held entitled to injunction restraining defendant from using ‘“Telicon” both as 
part of its name and in connection with merchandising of radio and television sets and 
equipment. 

Injunction predicated on unfair competition held an a fortiori conclusion in view of 
circumstances sustaining it on grounds of trade-mark infringement. 832 


Plaintiff held entitled to preliminary injunction restraining defendants from using terms 
“Shadowleaf,” “Tweed,” “Hibiscus” and “Magnolia,” in denominative sense as trade-marks 
on chinaware, as distinguished from descriptive uses of these words, but not entitled to relief 
against copying of designs on china held functional because of attractiveness and eye-appeal. 839 


Plaintiff held entitled to permanent injunction restraining defendant from using “Admiral” 
on electrical household appliances including sewing machines and vacuum cleaners. 


Plaintiff held entitled to ordinary taxable costs plus additional allowance for attorney fees. 


Plaintiff held not entitled to accounting for profits, in absence of proof of loss of sales 
or of any material damage to plaintiff’s reputation or good will. 853 


Scope of Protection 


In designing relief from unfair competition court will adapt relief as nearly as possible 
to general equities of particular situation. 

On facts of record, held that limitation of plaintiff’s remedy to injunction would be 
inequitable and that trade-mark infringer is liable for profits as trustee, though plaintiff 
trade-mark owner is not doing business in the market where infringement occurred and no 
loss of sales is shown. 37, 





DIGEST OF CASES—PART II 


UNFAIRNESS IN COMPETITION 


Unfair Use of Trade Name 
Secondary Meaning 


Plaintiff held not to have acquired secondary meaning in word “Life,” in field of 
photography, to extent that its use as part of name of defendant would constitute unfair 
competition. 56 


Whether or not name or word has acquired secondary meaning is a mixed question of 
law and fact, with the factual aspects predominating. 

Burden of proving existence of secondary meaning and area in which it exists rests 
upon party asserting it; and each case must be decided on its own facts. 

Fact that trade-mark or trade name may have acquired secondary meaning in one 
locality does not mean that it has acquired such meaning in entirely different trade areas. 

Though not controlling, time during which mark has been used held usual standard 
for determining whether mark has acquired secondary meaning in given trade area. 

On facts of record, neither party held to have established secondary meaning in 
“personal,” when used in conjunction with “loans” and “finance.” 114 


On facts of record, plaintiffs held to have failed to prove that the word “KoolVent” 
had acquired secondary meaning identifying product of particular manufacturer. 129 


It is well established that if a descriptive mark has acquired a secondary meaning, it 
is entitled to protection at common law against unfair use as a trade-mark or a trade name 


by competitor. 
On facts of record, plaintiff held to have failed to show that ‘“Minral Meal” had 


acquired secondary meaning identifying source. 547 


First use of a title does not ipso facto give user exclusive right to uncoined or non- 
fictitious name; and plaintiff held to have failed to establish that its title has acquired 
secondary meaning. 

Test by which secondary meaning is established is by satisfactory proof that in the 
mind of purchasing public there has been association between product and producer sufficient 
to create public sanction for exclusive appropriation of name. 666 


On facts of record, plaintiff’s trade name “Howards Clothes, Inc.” held to have acquired 
secondary significance in the City of St. Paul. 675 


On facts of record, “Anchorage Freight Lines” held to identify plaintiff's motor 
trucking service in Anchorage, Alaska, and vicinity. 

Well known limitation on establishment of trade-marks in geographical and descriptive 
terms held not applicable to trade names. 763 


On facts of record, applicant held to have failed to show that public in general has 
come to regard term “Butter-nut” as indicating origin of a particular candy. 871 


Defenses 


Disparity in size of respective businesses held not to bar injunctive relief. 
Character or quality of plaintiff’s literature held not involved in this case; and defense 
of unclean hands not sustained. 44 


Fact that defendant acted without intent to deceive held not conclusive. 
While laches is a defense to an accounting for past profits and damages, it does not 
bar injunction against future infringement. 234 


On facts of record, defendant held to have failed to establish counterclaim or alleged 
violation of state fair trade law by plaintiffs. 243 
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On facts of record, defendant held to have failed to establish defenses of invalidity of 
plaintiff’s trade-mark, unclean hands, violation of city ordinance or federal anti-trust laws. 247 


On facts of record, defendants held to have failed to establish defenses of laches, estoppel 
and unclean hands. 

Priority of registration is not controlling and court is not bound by Patent Office 
determination. 316 


Fact that plaintiff’s conduct constitutes laches which precludes right to damages is 
no reason why defendant should be permitted to deceive public and palm off its goods as 
those of plaintiff. 

Laches in absence of elements creating equitable estoppel does not preclude granting 
of injunctive relief. 

On facts of record, held there is no basis for the finding of estoppel. 662 


On facts of record, held that defendants have failed to establish defense of abandonment. 
Intent to abandon held negatived by plaintiff’s renewal of registrations during period 
of alleged abandonment and uninterruped use of mark on candy. 663 


On facts of record, defendant held to have failed to establish defense of abandon- 
ment. 665 


What is important is not whether mark is a coined one but what proof establishes as 
to what the mark has come to mean in the trade. 

Third party uses of mark in other fields held to have no bearing on scope of plaintiff’s 
rights against deliberate infringer in the same field. 853 


Use of similar mark by third party in different geographical areas held not to affect 
the uniqueness of defendant’s mark in its own territory. 911 


Contracts 


License “to make, use and have made in the United States for the United States use,” 
held not to cover transfers of Bofors guns to allies of United States for their use. 32 


On facts of record, defendant’s right to use Howard Johnson name and sign, in 
Falmouth, Massachusetts, held not intended to continue in perpetuity but limited to period 
within which such use would not conflict with plaintiff’s interests. 

Condition about not hurting plaintiff held not limited to such harm as might come to 
plaintiff in its trade name from improper conduct of defendant’s restaurant. 57 


Contract settling prior proceedings in court and Patent Office held valid and breached 
by corporate defendant. 316 


V. COURTS—PLEADING AND PRACTICE 
JURISDICTION 


District Courts have concurrent jurisdiction with Court of Claims over actions against 
the United States for damages for breach of contract when the amount claimed does not 
exceed $10,000; but when a greater sum is sought, the Court of Claims alone has juris- 
diction. 

On facts of record, dismissals of complaints held proper under Tucker Act and because 
recovery sought for breach of contract exceeds jurisdiction of District Court. 32 


Jurisdiction held to rest upon alleged infringement of registered trade-mark or upon 
diversity of citizenship; and whether federal or Pennsylvania law controls held immaterial 
because they are the same as to unfair competition. 44 


Any civil action of which district courts have original jurisdiction founded on federal 
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question, is removable from state to federal court without regard to diversity of citizenship; 
any other such action is removable only if none of the parties defendant properly joined 
is a citizen of the state where action is brought. 

Removal statutes are strictly construed and removal should not be granted if there 
is doubt as to right. 

To sustain federal court’s jurisdiction on ground of federal question in case removed 
from state court, the federal question must clearly appear on the face of the complaint 
as an essential and integral part of plaintiff’s statement of his case. 109 


Federal court has jurisdiction over suits under R. S. 4915 between citizens of the same 
state and over declaratory judgment cause of action. 240 


Courts have often exercised power of restraining persons within their jurisdiction from 
taking action abroad which would be contrary to the law of the forum. 

Both domicil and national allegiance are recognized bases of jurisdiction over a 
person. 299 


State courts have jurisdiction over trade-mark infringement suits, independent of 
allegations of unfair competition. 

Jurisdiction of state courts in cases involving infringement of federally registered trade- 
marks and for injunction and damages, necessarily carries with it power to pass upon validity 
of registered trade-mark and scope of its application. 

Questions as to validity and infringement of trade-marks registered under U. S. 
statutes are to be determined by federal statutory and decisional law. 312 


Value of thing in controversy at time of filing of suit, and not amount of recovery 


sought, controls in determining whether jurisdictional amount is involved in a diversity 
suit for unfair competition. 644 


On facts of record, federal court held to have jurisdiction on three grounds, viz. 
infringement of registered trade-mark, diversity of citizenship with requisite jurisdictional 
amount and unfair competition related to substantial claim under federal trade-mark 
laws. 650 


State courts have no jurisdiction of actions for copyright infringement. 666 


Since court has jurisdiction over claim for infringement of federally registered trade- 
mark, without regard to amount in controversy or lack of diversity of citizenship, court also 
has jurisdiction over related unfair competition claims. 764 


Whether registered trade-mark is entitled to legal protection is question for court to 
determine. 845 


A showing anywhere in the record that the jurisdictional amount is involved will satisfy 


statutory requirement. 
On facts of record, defendant’s use of plaintiff’s registered trade-mark held sufficient 


to show that it has or may affect interstate commerce. 853 


PLEADING 


On facts of record complaints held not to state cause of action in tort but for breach 
of contract. 

Plaintiff’s denomination of suit as one arising under Federal Tort Claims Act held a 
conclusion which does not prevent court from recognizing any other form of claim which 
the complaint described. 

Complaint seeking declaratory judgment against Secretary of State et al., held properly 
dismissed where Secretaries were not parties to contract and prayer for relief was clearly 
directed at the sovereign. 32 
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Motion to remand granted where suit originated in state court against citizen of such 
state on complaint which fails to allege claim under laws of the United Stataes, does not 
allege that registered trade-mark is involved and contains only very doubtful reference to 
involvement of interstate commerce. 109 


Material facts or questions judicially determined in one suit may not be tried in sub- 
sequent action between same parties or their privies, whether cause of action in second suit 
is the same or differs from that in the earlier suit. 

Findings and conclusions on questions necessarily in issue on motion to dismiss prior suit 
between same parties are just as binding as if they were decided after a trial. 

On facts of record, dismissal of complaint on motion, instead of requiring answer 
affirmatively alleging defense of res judicata, affirmed, where prior suit was dismissed 
and second complaint alleged no change in factual or legal situation, except that allega- 
tions of present complaint are limited to period since dismissal of prior complaint. 213 


Plaintiff having been denied registration of striped design on two prior occasions, 
under 1905 Act, held estopped from again litigating issue of registrability of same mark. 237 


Court directs defendant’s counsel to file written explanatory statement as to what 
“good ground” there was to support defenses interposed alleging violation of fair trade 
law and counterclaim on basis of alleged contract, in view of testimony given by defendant 
and her husband in depositions. 243 


On facts of record, held that no genuine issue remains as to any material fact. 247 


Commissioner of Patents held a proper and adverse party to 4915 suit to review 
his decision dismissing opposition under 1905 Act and Commissioner’s motion to dismiss 
denied. 

Motion of plaintiff (opposer) for process, in 4915 suit, upon defendant (applicant) 
not found within District of Columbia granted under 35 U. S. C. 72 a; and motion of 
defendant (applicant) to dismiss complaint denied. 624 


Plaintiff, in unfair competition suit, required to supply to defendant the names and 
addresses of all persons claimed by plaintiff to have been confused or deceived except 
those discovered by plaintiff’s counsel or their representatives in preparing for trial. 

Plaintiff, in unfair competition suit, required to supply, at defendant’s expense, 
photostats of letters or other communications, together with covers therefor, received by 
plaintiff and claimed by plaintiff to have been intended for defendant. 640 


Litigant in trade-mark case held not required to make his conduct consistent with his 
position in another case involving third party. 845 


Plaintiff held not entitled to jury trial as a matter of right where, if it had prevailed, 
it would have been entitled only to an accounting and perhaps an injunction. 913 


EvIDENCE 


Court may take judicial notice of matter of common knowledge that sacks of flour 
and other heavy articles are displayed in self-service stores on lower counters, while below 
eye level of customers, and that the entire label on flour containers, both upper and butt 
portions, can be readily seen by prospective purchasers. 620 


Prior suit between same parties held not res judicata, though entitled to consideration 
as an authoritative precedent, since question of registrability was not there involved. 792 


Whether word formerly associated with patented article as trade-mark passed into 
public domain upon expiration of patent depends upon whether word has in fact become 
name of article itself. 832 
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FINDINGS 





Findings of trial court held adequately supported by evidence of record and not 
“clearly erroneous” within meaning of Rule 52(a). 541 







Trial court’s findings must be sustained unless they are manifestly and palpably con- 
trary to the evidence as a whole. 675 







PRELIMINARY INJUNCTION 







To protect plaintiff’s rights during pendency of action, it is not necessary here to 
adjudicate all issues tendered by complaint. 

Plaintiff held entitled to preliminary injunction restraining defendant from repre- 
senting that its vacuum cleaners and sewing machines originate with plaintiff; and 
ordering that written instructions forbidding such representations be delivered to each 
employee selling defendant’s products; that defendant delete legends to the effect that its 
products marked “Admiral” are nationally distributed and serviced; that defendant’s literature, 
labels and cartons dealing with articles marked ‘Admiral’ shall have added to them, 
conspicuously and in bold letters, the explanatory phrase prescribed by the Court. 50 












Motion for preliminary injunction to restrain defendant from selling ballpoint pens 
of similar form, color and appearance to plaintiff’s, denied in view of issues of fact pre- 
sented which cannot be satisfactorily resolved on affidavits. 

Motion for preliminary injunction denied without prejudice to renewal if defendant 
resumes use of confusingly similar display card or use of the word “pencilette” in advertising: 
or other literature, where defendant testified at hearing that these were no longer in use 
and would not be revived. 232 















On facts of record, decision in prior suit between different parties held neither res 
judicata nor binding under doctrine of stare decisis. 312 






Complaint is not subject to dismissal unless it appears to a certainty that plaintiff 
cannot possibly be entitled to relief under any set of facts which could be proved in support 
of its allegations. 

In considering motions to dismiss, allegations of complaint must be viewed in light 
most favorable to plaintiff and all facts well pleaded must be admitted and accepted as true. 

On facts of record, held that a factual issue is here presented as to whether defendant’s 
use of “Johnnie Walker” on its cigars is likely to cause confusion or mistake or to deceive 
purchasers as to source of such goods and court below erred in dismissing suit for trade- 
mark infringement. 539 















Purpose of preliminary injunction is to preserve status quo. 
Petition for preliminary injunction is addressed to judicial discretion of court. 






In determining motion for preliminary injunction court considers conveniences of 
the parties and possible injuries to them as they may be affected by granting or withholding 
of preliminary relief. 

Primary question confronting Court of Appeals is whether District Court abused its 
discretion in issuing preliminary injunction; order granting such injunction will not be set 
aside unless contrary to principles of equity or result of improvident exercise of judicial dis- 


555 











cretion. 











On facts of record, plaintiff held to have acquired rights in radio program title “Country 
Fair” which are protectable and entitle plaintiff to injunction pendente lite restraining 
defendant from using the same words as the title of a radio program. 

On facts of record, held that the higher degree of proof and showing of intent to 
deceive required for permanent injunction under section 964 of Penal Law have not 
been met. 665 
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Plaintiff held entitled to preliminary injunction restraining defendants’ use of “original” 
in connection with “Gluckstern’s Restaurant;” and amount of undertaking fixed at $500. 671 


Preliminary injunction denied in view of questions of fact appearing on motion papers 
and plaintiff given opportunity to obtain prompt trial. 

Unfair competition suit by Midtown Radio and Appliance Corporation against Frielich 
et al. Plaintiff’s motion for preliminary injunction denied. 920 


APPELLATE PROCEDURE 


On defendant’s appeal from final decree awarding profits and damages, all substantive 
issues are fully open. 37 


The record consisting of nothing but affidavits and exhibits, Court of Appeals is in 
as good a position as trial judge to evaluate such evidence. 207 


Findings of trial court, supported by substantial evidence and not clearly erroneous, 
held sufficient to warrant affirmance. 620 


ConF.ict oF Laws 


In suit between citizens of different states, based on unfair competition and trade- 
mark infringement, in absence of explicit findings making statutory remedies applicable, 
majority holds New York State law controlling. 37 


In unfair competition suit having federal jurisdiction based solely upon diversity of 
citizenship, Arkansas law held controlling and to conform with the general law. 114 


Federal court applies state law in trade-mark infringement and unfair competition 
suit between citizens of different states involving registered trade-mark. 234 


On facts of record, law of New York State held applicable in unfair competition suit 
in federal court on question of impairment of contract. 630 


In determining whether injunction has been violated, it is proper to observe object 
for which relief was granted and to find breach of decree in violation of spirit of injunction, 
even though its strict letter may not have been disregarded. 


On facts of record, defendants held in contempt for violation of decree in not com- 
plying with requirements as to color of paint or lacquer to be applied to plaintiff’s repaired 
or used spark plugs and in failing to comply with requirements as to legible markings to 
show that repairs and reconditioning were performed wholly by defendants. 

Defendants’ use of legend “Brooklyn 16, N. Y.” instead of their full address on cartons 
and containers criticized thought not relied upon by plaintiff. 

Plaintiff held entitled to order containing finding of contempt of decree on mandate 
and providing for appointment of master to take testimony as to damages and profits including 
legal expenses of this proceeding. 647 


Federal rather than state law held controlling in suit between citizens of different 
states involving infringement of registered trade-mark and unfair competition. 650 


New York and federal held the same as to unfair competition. 764 


Costs 


Counsel fees and other expenses of litigation held not recoverable either as costs or 
damages, by successful defendant-counterclaimant in absence of fraud, palming off, malice 
or deliberate attempt to destroy defendant’s business. 

Even if Aladdin case ruling is sound, the discretion to award counsel fees as com- 
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pensatory damages is not to be exercised except in most exceptional circumstances and 

must be confined within the limits set by almost uniform trend of judicial decision. 
Allowance of costs to defendant-counterclaimant held limited to those authorized by 

the fee bill. 50 


Dismissal of appeal held not mandatory where applicant filed a brief, waived oral 
argument and 8 days after hearing, at which appellee filed brief and was present, appellant, 
with appellee’s approval, attempted to withdraw appeal. 435 


CopyrIGHTS 


In absence of proof of actual damage to plaintiff or of willful intent to infringe and 
of any sale of plaintiff’s copyrighted work for profit, plaintiff held entitled to injunction 
against defendants, jointly and severally, restraining them from any further copying, dis- 
tribution or use of plaintiff's covers involved and to statutory damages of $250 each for 
the seven copyright infringements. 764 





